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Course title
Course Descriptors
Course title: Intellectual Property Law
Course unit code M-IDP-IP
University delivering KNUCEA, KDU, BNTU, BSU, NAMEK, ASEM, TNTU, KhNUE
the course:
Type of course unit Optional
Level of course unit Masters level
Number of ECTS 3 Credits (75-90 hours of student work)
credits allocated
Mode of delivery distance learning
Prerequisites and Beneficiaries of this course can be the students of economy faculty as well as other
corequisites: areas of specialization. They need to have the knowledge in basic economy.

Learning outcomes of the course unit

On successful completion of the module, students will be able to:

The course will provide students with:

(a) A detailed knowledge and understanding of the core elements of IP law, relationships between, legal
and concepts, values, principles and rules in relation to intellectual law;

(b) Knowledge and understanding of the wider legal framework for IP law from different countries;

(c) Realize the role of Industrial Property Objects in successful product promotion to the market;

(d) Skills in the Legal Protection of Trademarks, common law pritection and the stages of registration;
(e) Understand and acquire theoretical knowledge on basic premises of copyright, patents and
applicability of digital signature in a lawsuit

(f) Skills in: investigating, analysing and communicating relevant legal information and issues

Course contents

For a 3 credit course (module) the expectation is that students will work between 75 and 90 hours.
This is divided as follows:

For each hour of direct contact with the lecturer ( lecture, practical activities, seminar) there will be 10
hour of student work. This means that we are expected to have 7-9 hours of direct (or mediated contact in
the case of distance learning) contact with the student.

The reminder is student independent work (reading, case studies analysis, self assignments, making
presentations etc)

Course unit 1 : Introduction to Intellectual Property Law
e Types and objects of Intellectual Property Law;
e Justifications for Intellectual Property Law
e Sources of Intellectual Property Law
Practical activities:Studying of legislative documents in the field of IP

Course unit 2: Introduction to Trade Marks
e The Theoretical Features of Trademarks
e International Trademark and Registration
e Introduction to Trade Marks in the Republic of Moldova
Practical activities:Trademark as a mean to increase competitiveness
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Course unit 3: International System of Industrial Property Objects Protection
e International System of industrial property objects Protection
e Means of industrial property objects protection.

Seminar : Identify the methods to protect rights dndustrial Property Objects

Course unit 4: Infringement of IPRs

e Introduction of IPRs infringement

e Counteraction against IPRs infringement
Individual work. Reading the additional materials

Course unit 5: Common Law Protection ofa TM
e Trademarks (™) :general Common Law Trademark Rights aspects
e Patents and Patent Law
Seminar: European and National Patent Law (BY, MD, UAommon characters andaim differences

Course unit 6: Authorship and Ownership of Copyright.
e The concept and basic premises of copyright
e Protection requirements and categories of protected works
e Creative works and other objects unprotected by copyright
e Copyright subjects

Practical activities: Protection and Duration of Copyright

Course unit 7. Introduction to Patents
e Concepts and principles of the subject of rights of industrial property
e The legal protection of inventions, utility models, industrial designs
e The procedure for obtaining a patent for an invention, utility model, industrial design
e Types of patent documents, the content of patent documents
e International patent classification
Practical activities: Commercialization of objects of patent law

Course unit 8: Law regulation of electronic digital signature
o Digital signature and its concept and legal status
e Activity of the certification center

Recommended or required reading

Lo

Brainbrige D. Intellectual Property, 8th edition, 2010

2. Understanding Industrial Property [Electronic resource] Available from:

http://www.wipo.int/export/sites/www/freepublications/en/intproperty/895/wipo_pub_895.pdf

Prudential Reasons for IPR Reform, University of Melbourne, Doris Schroeder and Peter Singer, May 2009

Law on the protection of trademarks No. 38-XVI (adopted on February 29, 2008, applicable from

September 6, 2008)

5. Government Decision of the Republic of Moldova No. 257 of April 2, 2009 on approving the

Regulation of the Appeal Board of the State Agency on Intellectual Property

http://agepi.gov.md/ - state agency on intellectual property of the republic of moldova

7. Cornish W.R., Llewelyn D. Intellectual Property: Patents, Copyrights, Trademarks and A
Rights.Sweet and Mazwell. 2003.

8. Olivier Vrins and Marius Schneider, ‘Enforcement of Intellectual Property Rights through Border
Measures: Law and Practice in the EU’, 1,248 pages, 2012.

9. Prof. Thomas F. Cotter, ‘Comparative Patent Remedies: A Legal and Economic Analysis’, 448 pages, 2013.

10. Trademark Basics. A Guide for Business, International Trademark Association INTA, 2012

11. International Intellectual Property Law. Jonathan Franklin* Electronic Resource Guide. 2013
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http://www.wipo.int/export/sites/www/freepublications/en/intproperty/895/wipo_pub_895.pdf
http://www.uclan.ac.uk/schools/school_of_health/research_projects/files/health_innova_IPR_reform_report.pdf
http://agepi.gov.md/
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12. Bondarenko S. Copyright and Related Rights [teach. guidances] / S. Bondarenko. — Kyiv: Inst.
int. prop. and law, 2009

13. Krainev P.P. Patenting inventions in Ukraine [monographs] / Krainev P.P., Robotyahova L.I .,
Dyatlyk I.1. — K.: Publishing house “Inyure”, 2009.

14. Tsybulev P.M. Popular intellectual property / P.M. Tsybulev, V.P. Chebotarev. — K.: OO0 “Alfa—PIC”, 2010

Other Internet based materials:

1. http://www.ipo.gov.uk/types.htm

2. http://librarysource.uchastings.edu/sp/subjects/quide.php?subject=intl-ip-law#box-1095

3. http://www.wall-street.ro/slideshow/IT-C-Tehnologie/160322/topul-celor-mai-inovative-
companii-din-lume-gigantii-care-domina-piata-cu-noile-tehnologii-si-patente-lansate.html

4. http://www.european-patent-office.org

5. “Interflora Inc and another v Marks and Spenckr gnd another [2013] EWHC 1291 (Ch), 21
May 2013 (Full text: http://www.bailii.org/ew/casessEWHC/Ch/2013/1291.html; analysis:
http://uk.practicallaw.com/7-530-0226?g=google+key+words+trademarks)

6. http://www.uspto.gov/

7. http://www.wipo.int/

8. http://www.bardehle.com/fileadmin/contentdocuments/broschures/Trademark_Protection.pdf

9. http://www.ipo.gov.uk/downloads/practice-manual.pdf

10. http://www.wipo.int/pct/guide/en/gdvol2/annexes/ep.pdf
11. http://www.ip.uk./bipc
12. http://www.uspto.gov/patft/index.html — Office database patent and trademark office U.S.

13.http://www.depatisnet.de/ — Cathode Digital Library Office of Patents and Trademarks Germany

Planned learning activities and teaching methods

Questioning. The questions are asked by the teacher with an intention to know what the student has
learned from earlier discussions and what it helps in deciding what should be taught further.

Explaining. The explanation should be accompanied with suitable examples for the better understanding
of the students. It is like a discourse on a particular subject or topic that is for the entire class or public.
Explaining can be clubbed with the modeling process to be more effective and to have a long-lasting
effect on the pupils.

Modelling. Modelling is a type of visual aid for teaching as well as learning. This method works on three
criteria - observing, retaining and replicating. This is also known as reinforced behavior. This helps the
students to visualize the things and, then hypothesize the solution.

Demonstrating. With the help of demonstrative teaching, students get an opportunity to explore the
various aspects and understand the theory from a different perspective. Demonstration is a step-by-step
explanation along with their reasons and significance for the better understanding of the student. It
enhances the student's understanding by practically applying the knowledge and sharpens their skills and
hence, they become capable of identifying and organizing the subject matter in a more efficient way.
Practical experimentation is a very good method used for demonstrating the subject.

Collaborating. Teamwork is a contemporary form of collaboration. The students are taught to work in a
group that makes the instructing easier for the teacher. This method of teaching promotes a sense of
mutual responsibility among the students. They learn to put in more effort to research for the topic and
apply effective techniques to get the result.

Apart from these defined methods, nowadays many other methods are being adopted to give quality education.
The methods like role-play, story or games, seminars, presentations, workshops, conferences, brainstorming,
case study, educational trips and modern audio-visual aids like documentary films, computers, internet, etc have
been introduced in education. These new methods have increased the pace of learning and understanding. This
also enhances the capability of the students to research and logically think for a given problem.
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There is a greater emphasis on independent learning.

Assessment methods, criteria and regime

To assess students' knowledge will be used self evaluation and summary examination.
The course-works focuses on discrete areas of indicative content.

To know what students understand, will be used the verification methods such us: group work,
brainstorming, individual activity, data and information collection, case studies analysis.

The examination tests a range of the substantive areas and the skills relevant.

Component Weighting:

Knowledge and understanding 20%
Individual work 60%
Communication 20%

Skil

Is and Personal Development Plan Statement

This course (module) provides the opportunity for students to enhance ability to:

identify and summarise relevant academic opinion and use it as an aid to legal analysis

use their knowledge, skills, understanding, values and attitudes in thise fields of study
manage their own learning

to work together with others

develop their skills of critical analysis, independent research, collaboration with the colleges
and effective communication.

Teaching and learning materials

Teaching and learning materials could be of different nature, it depends on the content of the course.

There could be: Textbooks and manuals; Relevant chapters from manuals; PowerPoint presentations;
Videos; Research articles; legal framework analysis, Case studies; Conference presentations, etc.

This course is based on the individual work of students and discusses the additional reading materials.

In order to achieve the course outcomes, learning process have:

assessment tasks are designed to focus on outcomes ;

the types of assessment tasks are appropriate for the outcomes being assessed ;

students are given the opportunity to demonstrate their level of achievement of the outcomes in a
range of different task types;

students know the assessment criteria before they begin the task ;

evaluation earned on individual tasks are expressed on a scale sufficiently wide to reflect adequately
the relative differences in student performances.

However we need to bear in mind that this course unit/module bears only 3 credits and student work is about
75-90 hours.
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COURSE UNIT 1: Introduction to Intellectual Property Law

Author: Oleg Kulaenko, Kharkiv National University of Civil Engineering &Architecture — KNUCEA

Topic 1.1. Types and objects of Intellectual Property Law
Simplifying description of intellectual property la@bjects of intellectual property laundustrial property
and copyright.

Intellectual property law is that area of law which concerns legal rights associated with creative effort or
commercial reputation and goodwill. The subject matter of intellectual property is very wide and includes
literary and artistic works, films, computer programs, inventions, designs and marks used by traders for their
goods or services. The law deters others from copying or taking unfair advantage of the work or reputation of
another and provides remedies should this happen. There are several different forms of rights or areas of law
giving rise to rights that together make up intellectual property?.

The term intellectual property refers broadly to the creations of the human mind. Intellectual property rights
protect the interests of creators by giving them property rights over their creations.

The Convention Establishing the WdrlIntellectual Property Organizatiofi967) gives the following list of
the subject matter or objects protected by intellectual property rights (IPR)?:
e literary, artistic and scientific works;
performances of performing artists, phonograms, and broadcasts;
inventions in all fields of human endeavor;
scientific discoveries;
industrial designs;
trademarks, service marks, and commercial names and designations;
protection against unfair competition; and
“all other rights resulting from intellectual activity in the industrial, scientific, literary or artistic
fields.”

Computer programs are a good example of a type of work which is not included in the list, but which is
undoubtedly included in the notion of a production in the literary, scientific and artistic domain within the
meaning of last item in the list.

Intellectual property is usually divided into two branches, namely industrial property and copyright?.

Copyright relates to artistic creations, such as poems, novels, music, paintings, and cinematographic works.
In most European languages other than English, copyright is known as author’s rights. The expression
copyright refers to the main act which, in respect of literary and artistic creations, may be made only by the
author or with his authorization. That act is the making of copies of the literary or artistic work, such as a
book, a painting, a sculpture, a photograph, or a motion picture. The second expression, author’s rights refers
to the person who is the creator of the artistic work, its author, thus underlining the fact, recognized in most
laws, that the author has certain specific rights in his creation, such as the right to prevent a distorted
reproduction, which only he can exercise, whereas other rights, such as the right to make copies, can be
exercised by other persons, for example, a publisher who has obtained a license to this effect from the author.

Industrial property takes a range of forms. These include patents to protect inventions; and industrial
designs, which are aesthetic creations determining the appearance of industrial products. Industrial property
also covers trademarks, service marks, layout-designs of integrated circuits, commercial names and
designations, as well as geographical indications, and protection against unfair competition. In some of these,
the aspect of intellectual creation, although existent, is less clearly defined. What counts here is that the
object of industrial property typically consists of signs transmitting information, in particular to consumers,

1 Brainbrige D. Intellectual Property, 8th edition, 2010
2 Understanding Industrial Property [Electronic resource] Available from:
http://www.wipo.int/export/sites/imwwi/freepublications/en/intproperty/895/wipo_pub_895.pdf



http://www.wipo.int/export/sites/www/freepublications/en/intproperty/895/wipo_pub_895.pdf
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as regards products and services offered on the market. Protection is directed against unauthorized use of
such signs likely to mislead consumers, and against misleading practices in general.

Intellectual property relates to items of information or knowledge, which can be incorporated in tangible
objects at the same time in an unlimited number of copies at different locations anywhere in the world. The
property is not in those copies but in the information or knowledge reflected in them. Intellectual property
rights are also characterized by certain limitations, such as limited duration in the case of copyright and patents.

Thus the main forms of intellectual property are*:

e  copyright;
e patents;
e  designs;

e trade marks.
These types of intellectual property will be considered in this work.

Topic 1.2. Justifications for Intellectual Property Law
The basic reasons for intellectual property are described.

The reasons for which protection is afforded to intellectual property rights are twofold. One is to give
expression to the moral sentiment that a creator, such as a craftsman, should enjoy the fruits of their
creativity; the second is to encourage the investment of skills, time, finance, and other resources into
innovation in a way that is beneficial to society. This is usually achieved by granting creators certain time-
limited rights to control the use made of those products*.

Various justifications have been put forward for the existence of intellectual property law and these have
usually been set in the context of patents. The basic reason for intellectual property is that a man should own
what he produces, that is, what he brings into being. If what he produces can be taken from him, he is no
better than a slave. Intellectual property is, therefore, the most basic form of property because a man uses
nothing to produce it other than his mind. It is claimed that investment should be stimulated by the presence
and enforcement of strong laws that provide a framework ensuring that the publication of new works and the
manufacture of new products will be profitable, assuming, of course, that they are sufficiently meritorious,
useful and commercially attractive to attain a viable level of sales. If investment is stimulated this should
lead to increased prosperity and employment. Another justification is that the existence of strong laws in this
area encourages the publication and dissemination of information and widens the store of available
knowledge. For example, details of patents are published and are available for public inspection. In due
course, when the patent expires, anyone is free to make the product or use the process, as the case may be.
This would seem to be ample vindication for offering a monopoly protection in the case of patents.

Thus the substantiation of the necessity to make laws in the field of intellectual property falls into three main
types:

Financial incentive

These exclusive rights allow owners of intellectual property to benefit from the property they have created,
providing a financial incentive for the creation of an investment in intellectual property, and, in case of
patents, pay associated research and development costs®.

Economic growth

A joint research project of the World Intellectual Property Organization (WIPO) and the United Nations
University measuring the impact of IP systems on six Asian countries found "a positive correlation between
the strengthening of the IP system and subsequent economic growth".

% Electronic resource. Available from: http://www.ipo.gov.uk/types.htm

4 WIPO Intellectual Property Handbook: Policy, Law and Use,” WIPO Publication No. 489. [Electronic resource]
Available from: http://www.wipo.org/about-ip/en/iprm/pdf/ch1.pdf

5 Prudential Reasons for IPR Reform, University of Melbourne, Doris Schroeder and Peter Singer, May 2009

6 Measuring the Economic Impact of IP Systems, WIPO, 2007



http://www.ipo.gov.uk/types.htm
http://www.wipo.org/about-ip/en/iprm/pdf/ch1.pdf
http://www.uclan.ac.uk/schools/school_of_health/research_projects/files/health_innova_IPR_reform_report.pdf
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Morality

According to Article 27 of the Universal Declaration of Human Rights, "everyone has the right to the
protection of the moral and material interests resulting from any scientific, literary or artistic production of
which he is the author”. Although the relationship between intellectual property and human rights is a
complex one, there are moral arguments for intellectual property.

The arguments that justify intellectual property fall into three major categories. Personality theorists believe
intellectual property is an extension of an individual. Utilitarians believe that intellectual property stimulates
social progress and pushes people to further innovation. Lockeans argue that intellectual property is justified
based on deservedness and hard work’.

As summary, intellectual property rights are vital to industry, business and commerce and may be justified
on the basis that the protection afforded encourages financial, human and technological investment in the
creation of new or improved works, inventions and designs.

Topic 1.3. Sources of Intellectual Property Law
Intellectual property law institutions. Main international intellectual property treaties.

Souces of I.P law includes intellectual property law institutions and international/local intellectual property
treaties®,

Intellectual property law institutions

Global Legal Institutions:

o  World Intellectual Property Organization (WIPO) is a specialized agency of the United Nations.
It is dedicated to developing a balanced and accessible international intellectual property system,
which rewards creativity, stimulates innovation and contributes to economic development while
safeguarding the public interest";

o  World Trade Organization (WTO);

e United Nations Educational, Scientific and Cultural Organization (UNESCO) has sponsored an
number of international intellectual property agreements dealing with copyright, cultural property
and the protection of the intellectual property of developing nations are the main global
institutions that administer International Intellectual Property Treaties.

Main international intellectual property treaties

e  Copyright

e  Berne Convention for the Protection of Literary and Artistic Works, 828 UNTS 221 (WIPO)

e  Universal Copyright Convention, 6 UST 2732; 216 UNTS 133. (UNESCO)

e  WIPQO Copyright Treaty, 36 ILM 65. (WIPO)

e  WIPQ Performances and Phonograms Treaty, WIPO Doc. CRNR/DC/96; U.S. Senate Treaty
Doc. 105-17 (WIPO)

e Patents and Trademarks

e  Paris Convention for the Protection of Industrial Property, 21 UST 1583; 24 UST 2140; TIAS
6923, 7727; 6 ILM 806. (WIPO)

e  Madrid Agreement concerning the international registration of marks, 828 UNTS 390 (WIPO)

e  Trademark Law Treaty, 2037 UNTS 35

e Patent Law Treaty, 39 ILM 1047

e Patent Cooperation Treaty, 28 UST 7645; TIAS 8733. (WIPO)

e  European Patent Convention, 13 ILM 268. (European patent Office)

o  (For treaties not listed here, try: WIPO Administered Treaties, or Major Multi-Lateral Intellectual
Property Treaties: Citations and Sources (Columbia Law IIP Guide).

e TRIPS

" Intellectual Property. [Electronic resource] Available from: http://en.wikipedia.org/wiki/Intellectual _property
8 [Electronic resource] Available from:
http://librarysource.uchastings.edu/sp/subjects/quide.php?subject=intl-ip-law#box-1095



http://www.wipo.int/treaties/en/ip/berne/index.html
http://portal.unesco.org/en/ev.php-URL_ID=15241&URL_DO=DO_TOPIC&URL_SECTION=201.html
http://www.wipo.int/treaties/en/ip/wct/index.html
http://www.wipo.int/treaties/en/ip/wppt/index.html
http://www.wipo.int/treaties/en/ip/paris/
http://www.wipo.int/treaties/en/registration/madrid/index.html
http://www.wipo.int/treaties/en/ip/tlt/
http://www.wipo.int/treaties/en/ip/plt/
http://www.wipo.int/pct/en/texts/articles/atoc.htm
http://www.epo.org/patents/law/legal-texts/epc.html
http://www.wipo.int/treaties/en/
http://www.law.columbia.edu/library/Research_Guides/internat_law/intl_ip#treaties
http://www.law.columbia.edu/library/Research_Guides/internat_law/intl_ip#treaties
http://en.wikipedia.org/wiki/Intellectual_property
http://librarysource.uchastings.edu/sp/subjects/guide.php?subject=intl-ip-law#box-1095
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e  Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPs) , 33 ILM 81. (WTO)

Local laws in Ukraine

Civil codex: vol.4 “Intellectual property law”.

Seminar 1.1. Base meaning in IPR

Purpose:
e  Strengthening in mind the main conceptions of the rights in the field of intellectual property;
e  Studying of the legislative basis of the rights in the field of intellectual property;
e  Deepening of the understanding of intellectual property basis in case of team work by discussion.

Obijectives:
o Educational The development of cognitive interest in area of intellectual property. Developing
the ability to choose sources of additional information.
e Training: Deepening, generalization and systematization of knowledge in justifications for
intellectual property.

Seminar structure:
1) Theoretical partStudying of legislative documents in the field of IP;
2) Practical part The answers for test questions and the discussion of the proposed field.

Theoretical part
Look through the materials of the resources given in references.

You should pay special attention to the texts of international agreements in the field of intellectual property
(reference®).

Study on your own the basic documents regulating the rights of IP in your region.

Practical part

Test questions

Fomulate the conception of IP right.

What is the object of IP right?

Who can be the subject of IP right?

What documents are included to the legislative basis of international and regional IP right?
Why is legislative control of IP right’s objects necessary?

agrwbdE

Discussion questions

1. Consider why some intellectual property rights give rise to monopoly protection whilst others do not.
Should all forms of intellectual property rights require proof of copying? Discuss.

2. Different intellectual property rights may apply during the development of a work or product and its
exploitation. Discuss how these rights may apply and interact in relation to (a) a logo used to
promote a new product and (b) a new means of making a widget which has a different appearance
compared with pre-existing widgets.

3. Discuss the justification for intellectual property rights and consider the consequences in case if all
intellectual property laws were repealed.

Recommended or required reading

1. Brainbrige D. Intellectual Property, 8th edition, 2010.

2. Prudential Reasons for IPR Reform, University of Melbourne, Doris Schroeder and Peter Singer,
May 20009.

3. Measuring the Economic Impact of IP Systems, WIPO, 2007.

10


http://www.wto.org/english/docs_e/legal_e/27-trips_01_e.htm
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Internet based materials

Understanding Industrial Property [Electronic resource] Available from:
http://www.wipo.int/export/sites/www/freepublications/en/intproperty/895/wipo_pub_895.pdf
[Electronic resource] Available from: http://www.ipo.gov.uk/types.htm

WIPO Intellectual Property Handbook: Policy, Law and Use,” WIPO Publication No. 489.
[Electronic resource] Available from: http://www.wipo.org/about-ip/en/iprm/pdf/ch1.pdf
Intellectual Property. [Electronic resource] Available from:
http://en.wikipedia.org/wiki/Intellectual _property

[Electronic resource] Available from:
http://librarysource.uchastings.edu/sp/subjects/quide.php?subject=intl-ip-law#box-1095

11
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COURSE UNIT 2: Introduction to Trade Marks

Author: Elena Babenko, Comrat State University of Moldova — KDU

Topic 2.1. The Theoretical Features of Trademarks
1. The essence and purpose of trademarks
2. The core functions of the trade mark
3. Legal protection of a trademark

The study of the topic will provide:
¢ Knowledge of the essence and purpose of trademarks;
o The ability to identify the functions of trademarks;
o The ability to define the legal protection for trademarks.

1. The Essence of Trademarks

Trademark (trademark) is a duly registered designation assigned to the product for its differences from others and
to indicate the manufacturer (firms). It is a pattern (symbol, sign), a combination of letters and numbers.

This is understood as a means of individualizing the manufacturer’s mark to be perceived as a trademark or
logo. Registration of a trademark occurs in public institutions and making the mark protects the rights of the
manufacturer (seller) to use the brand or logo.

The legal protection of a trademark is now in more than 160 countries, with more than 90 of those countries
having it at the level of legislation.

From the perspective of industrial and commercial activity of the trademark, it is a special symbol of product
liability, indicating who has the exclusive right to have this product, make a profit, but at the same time be
responsible for the delivery of defective goods. A trademark gives the owner tangible benefits, providing him
a high reputation.

There are four types of symbol marks (brand) (Fig. 2.1.):
1. Brand name -letter word or group of words, letters that can be uttered;
2. Logo is a symbol, a drawing or a distinguishing colour or mark;
3. Shopping image -personalized brand;
4. Trademark is the brand name, trade mark, trade or a combination of them, are protected legally.

Brand name  Y~__ Pl Co;’;\ggny
Variety of
trademark
designation
Shopping / \ Trademark
image sign

Figure 2.1. The trademark symbol types.

It should be noted that a trademark is also part of the corporate identity, where it holds a leading position. In
turn, corporate identity is a set of techniques that ensure the company’s perceived image, including its
products, in the external environment and at the same time differentiate themselves with their competitors. It
is made up of such parts as brand color, sign, logo, fonts, etc.

By attracting and retaining consumers, successful brands ensure the prosperity of the company. Having won
their loyal customers, the company gets a chance to strengthen its market position and maintain a level of
acceptable prices and steady cash flows, which in turn increases the price of the shares of the company and
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provides the basis for its further growth.

The brand is not only one of the characteristics of the consumer market, it is essential for any business,
markets and service providers, retailers and recruiting organizations.

As an increasing number of countries have created a system for the protection of inventions, trademarks,
there is a need to harmonize legislation on industrial property rights at the international level. Since the end
of the 19th century, there have been a number of international agreements signed in the field of industrial
property protection-1883 Paris Convention, Madrid Agreement concerning the international registration of
marks of 1891, etc.

2. The Main Function of a Trademark

The main function of a trademark is to testify to the high quality of the sold goods, the buyer's confidence,
portray the good reputation of the trademark owner (not necessarily the manufacturer of product), and
product quality control.

A trademark is the basis for advertising. At the same time, for the successful functioning of the trademark
advertising is needed.

The main functions of a trademark are:

1. Function customization.

The trademark contributes to the knowledge of the goods, to distinguish the goods and services of the
manufacturers from similar goods and services produced by other vendors and facilitates consumers’ choices
when they purchase a product or service.

2. The function of indicating the origin of the goods.

Trademark, without detailed examination of the goods, allows the identification of the manufacturer. Buying
goods and services marked with the same trademark, the consumer is sure that they have the same
manufacturer. A catchy trademark is intended to associate the consumer with a particular firm.

3. The function of indicating the quality of the goods.

The trademark indicates to the consumer a guarantee of quality. The holder of trademark guarantees that all
products and services offered under this trademark, meet certain quality standards.

4. The advertising function of the trade mark.

Trademark is indispensable as a means of advertising and promoting products and services in the market.

3. Legal Protection of Trademarks

Schematically, the relationship of the trademark with the economic interests of producers and consumers can
be represented in the following figure (Fig.2.2.).

Subjects of rights to trademarks may be legal entities and individuals engaged in entrepreneurial activities.

Trademark rights are acquired and protected in the territory of each State by:

1. Registration in accordance with the provisions of this Act;

2. An international registration under the Madrid Agreement concerning the international registration of
marks, of April 14, 1891, and the Protocol relating to the Madrid Agreement concerning the
international registration of marks of June 27, 1989;

3. Recognition of well-known trademarks.

The right to use the trademark is protected under the civil code, according to which no one has the right to
use the protected state trademark without permission of its owner. The owner of a trademark has the
exclusive right to dispose of the sign/symbol, or to prohibit its use by others.
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/ Trademark \

Manufacturer Consumer
Isolation of Advertising Product Indication of Indication of
homogeneous quality the quality of the origin
goods assurance goods

T~ — .

Sales volume Consumer riahts protection

: }

Profit Demand

Figure 2.2. The relationship of the trademark

Protection of the exclusive rights to means of individualization is carried out in accordance with the Paris
Convention for the Protection of Industrial Property. Under the Convention, any product illegally stocked
with a trademark or trade name shall be seized on importation into those countries where the mark or trade
name is entitled to legal protection. The arrest is imposed in a country where illegal marking has been carried
out, or in countries where the product was imported.

The arrest is imposed in accordance with the domestic legislation of each country at the request of the public
prosecutor's office or any other competent authority, or the interested party-the physical or legal entity.

Signatory States of the Paris Convention have pledged to protect trademarks within their legislation.

The use of the trademark. The use of the trademark is absolute and subjective exclusive right. This means
that only the owner has the exclusive ability to use the trademark and to dispose of it, and also has the right
to prohibit the use of the trademarks by others. No one may use the protected trademark in the state without
the authorization of the trademark owner.

The scope of this right is protected by:
e List of goods specified in the certificate;
e The territory of the state in which the mark was registered;
e The date and term on which the trademark is registered.

When protecting the rights of holders of trademarks and protecting of consumer interests, legislation has been
written in each state declaring the right of the owner to attach a trademark warning label next to the trademark.
This marking indicates that the received symbol is a trademark, registered in the state.

Precautionary labelling is a special designation in the form enclosed in a circle of the Latin letter "R", indicating that
the trademark is protected and the consumer is purchasing goods precisely from this manufacturer.

Transfer of rights in the trademark. Transfer of rights may be exercised on the basis of the contract of
assignment of rights (full broadcast) or license contract (partial transfer), as well as through legal inheritance.

The assignment of a trademark (i.e., sales) means the transfer of a trademark by its owner to another individual
or entity with respect to part or all of the goods for which it is registered. However, the assignment shall not be
allowed if it can lead to misleading the consumer about the product or its manufacturer.

In addition to the contract of assignment, the rights of the trademark owner (licensor) may grant license for
the rights to use a trademark to another person (licensee) under a license agreement.

Unlike the agreement of assignment of the trademark, a license agreement grants the licensee the right to use
a trademark for a certain time limit agreed in the contract.
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Violation of trademark rights. In the case of designation, which is similar or identical to a previously
registered trademark in relation to identical and similar goods or services, and this similarity misleads the
consumer to the product or its manufacturer, is an infringement of the exclusive right of the owner of a
trademark previously registered. The similarity between a registered trademark and similar marking leads
customers to wrong conclusions about the desktop brands that have minor differences, but belong to the
separate manufacturers. It should be noted that often the quality of the goods from the manufacture and the
violation of the rights of a trademark owner, differ significantly from the original product.

A serious violation of the rights of the trademark owner is the use of a trademark or similar designation for
products to customize which the trademark has already passed the registration procedure, without the
permission of its owner in the civil circulation. Such designations which violate the right to use a trademark
can be found in the following variants:

e The documentation, which is written with the introduction of products into civil circulation;

e On labels, product packaging or the product, which is manufactured, offered for sale, sold, displayed
at exhibitions and fairs or otherwise introduced into civil circulation, stored/transported to this end or
is imported into the territory of the State;

e On the Internet, a domain name or other means of addressing;

e In promotional offers for the sale of goods.

Thus, labels and packaged goods on which the right to use the trademark is used illegally or is applied to a
similar designation, therefore making it counterfeit. Such violations are punishable by and administrative
penalty and the payment of damages in the form of lost revenue.

Topic 2.2. International Trademark and Registration
1. Features of international trademarks
2. International trademark registration
3. The main stages of a trademark under the Madrid Agreement and Protocol

1. Features of International Trademarks

Most often, a company’s activities are unique to the country it is located in. In the case of commercial expansion,
a company is not only required to registrar a trademark with appropriate evidence in legislature in their own
country, but must register the same trademark on an international scale, i.e. abroad.

The legal protection of a trademark is confined to the territory of the country in which it is registered.

2. International Trademark Registration
How to register an international trademark?

Currently, there are two options for assigning legal trademark protection in multiple countries. International
trademarks can be registered under national procedure, or by the Madrid Agreement.

You can apply for trademark registration in the Patent Office of each country, but it will require considerable
material costs, because each application requires the translation of the application and payment of the
registered patent attorneys in these countries. In addition, the registration can take a lot of time; for example,
the registration of trademark in Germany could amount to about three years.

To simplify and speed up the process of international registration of a trademark (tm) you can use the Madrid
system for the registration of a trademark.

The Madrid system allows you to obtain an international registration of a trademark in multiple countries
party to the Madrid Agreement and/or of the Protocol thereto.

The Member countries of the Madrid Agreement are: Albania, Algeria, Armenia, Azerbaijan, Austria, the
Benelux countries (Belgium, Luxembourg, the Netherlands), Bosnia and Herzegovina, Bulgaria, Belarus,
Bhutan, China, Kazakhstan, Kyrgyzstan, Kenya, Croatia, Cuba, Czech Republic, Democratic People's
Republic of Korea, Egypt, France, Germany, Hungary, Italy, Lesotho, Liechtenstein, Principality of Monaco,
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Mongolia, Moldova, Morocco, Mozambique, Poland, Portugal, Romania, Russia, San Marino, Slovenia,
Spain, the Sudan, Sierra Leone, Switzerland, Vietnam, Yugoslavia, Macedonia, Liberia, Slovakia, Tajikistan,
Uzbekistan, Ukraine, Latvia.

The countries not participating in the agreement include the United States, Denmark, Sweden, Norway,
Finland, United Kingdom, Japan and most countries in Latin America.

In accordance with legal regulations, an international application for registration of a trademark may be filed
only by the competent national office of trademarks in WIPO IB (International Bureau of the World
Intellectual Property Organization), through the national authority, with the power of the state of registration
of trademarks.

Taking advantage of the Madrid system for the international registration of a trademark, the trademark
entity receives the following benefits:
1. There is no need to submit multiple applications for the same trademark in a few selected countries, as
long as one application in the system specifies the countries in which protection is sought;
2. The Application for international registration of a trademark is filed through the Patent Office of the
country, that is, you do not need the services of foreign patent attorneys.
3. The cost of international trademark registration is significantly reduced by excluding the cost of
royalties for foreign patent attorneys.
4. Pay a fee for filing an application for international registration of a trademark.
5. The term for examining an application for international registration of a trademark is limited to 18
months.

Conditions of applications for international registration of a trademark:
1. Application in the member countries of the Madrid Agreement is based on the national (basic) the
registration of a trademark.
2. The application in the country of the Protocol relating to the Madrid Agreement, served on the basis
of an application for registration of a trademark in your country.
3. Application in member countries of the Madrid Agreement and the Protocol is filed on the basis of
the application for registration of a trademark in your country.

The application for international registration of a trade mark shall contain:
¢ Information on the basic registration or basic application.
e The list of countries in which registration is sought.
e The list of goods and services for which registration is sought.

3. The Main Stages of a Trademark Under the Madrid Agreement and Protocol

An application for international registration of a trademark shall be filed in the national trademark
reaistration authority, which sends it to the International Bureau of WIPO (WIPO).

N
After receiving an application ,WIPO International Bureau examines the validity of the application for
international trademark registration and suitability of the list of goods and services International (Nitsskoy)
classification; registers trademark, publishes information on the application in the International Register

and send the owner sign a certificate, which contains information made in the International Register.
|

After the formal examination, WIPO International Bureau sends a request to the national authorities of
countries in which the trademark registration. National authorities conduct an examination of the
application for trademark registration in accordance with the current legislation in these countries in the
field of trademarks.
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After the examination by the national office of each country according to the International Bureau of WIPO
decides on the possibility of providing protection for a trademark on its territory.

'I\'ﬁe International Bureau shall send to the owner a notice of changes in the international register records of
preliminary and final refusals of protection, final decisions following a refusal, and notification of changes
in the international register of registration as invalid entries, as well as a copy of the changes made in the
international reaister about the chanaes.

N
The length of time given for examining an application for international registration of a trademark in the
countries participating in the Madrid Agreement is 12 months, and in the countries of the Protocol-1.5 years

Figure 2.3. The procedure for the registration of a trademark under the Madrid Agreement and
Protocol

International trademark registration at the International Bureau is 10 years, with the possibility of extension.

Application for international registration is accompanied by the payment of the following fees that are paid
directly to the International Bureau of WIPO. (All payments are in Swiss francs (CHF).

Topic 2.3. Introduction to Trade Marks in the Republic of Moldova
Concept of the trademarklassification otrademarksRegistration of a trademark.

Seminar 2.1.
e acquaintance with the standard and legal base regulating questions of protection and protection of
trademarks;

e consideration of opportunities of commercial realization of intellectual property;
o features of procedure of registration of trademarks.

Trademarks are graphically representable signs or combination thereof, allowing goods and/or services of one
natural person or legal entity distinguish from the goods and/or services of other natural persons or legal entities.

Rights in trademarks are acquired and protected in the Republic of Moldova through:

1. registration thereof at AGEPI, according to Law No. 38-XV1/2008 on the protection of trademarks;

2. international registration of trademarks according to the Madrid Agreement on the international
registration of trademark of April 14, 1891 or according to the Protocol concerning the Madrid
Agreement on the international registration of trademarks of June 27, 1989;

3. recognition of a trademark as well-known.

The competent body empowered to register trademarks in the Republic of Moldova is the State Agency on
Intellectual Property of the Republic of Moldova (AGEPI). National registration - by means of application
for registration in AGEPI. The international registration - by application for registration according to the
Madrid agreement and the Protocol to it.

For the registration of a trademark, a registration application form shall be filed with the AGEPI. Trademarks
are registered according to the following successive stages:
e application filing;
examination of the application filing requirements;
publication of the application data;
substantive examination of the application;
registration of a trademark and issue of the title of protection.

Trademark is an essential element of the company’s strategy: it ensures the distance between the goods and
services of the company and the ones of the competitors. For consumers, the trademark represents the easiest way
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to fastly recognize a recommended category of goods and services, or, according to his experience, preferred to
other goods and services. For enterprises, the trademark is a mean to win and keep customers.

The owner of the registered trademark has the exclusive right to exploit, and forbid the exploitation thereof
by other persons on the territory of the Republic of Moldova throughout the validity period of the respective
trademark.

There are individual, collective, and certification trademarks.

Collective trademark the trademark used by an association of manufacturers, producers, service providers,
traders, or other similar organizations for the designation of products and/or services.

Certification mark- trademark used to certify certain characteristics of a product and/or service.

Trademarks are registered according to the following successive stages:
application filing;

examination of the application filing requirements;

publication of the application data;

substantive examination of the application;

registration of a trademark and issue of the title of protection.

Each stage has a prescribed period of time. Any natural person or legal entity is entitled to file a registration
application for trademarks both in the Republic of Moldova, and abroad. The trademark owner has the
exclusive right in the respective trademark, use it and prohibit the unauthorized exploitation thereof. The
registration certificate has 10-year validity period. Registration may be extended by ten consecutive years an
unlimited number of times.

Application filing

For the registration of a trademark, a registration application form shall be filed with the AGEPI. The
application may be submitted directly or by mail.

Representation through a patent attorney is compulsory for the persons with the domicile outside the
Republic of Moldova. The application shall refer to one single trademark and it shall be written in the official
language in 2 copies, according to the guidelines on completion of the applications for trademark
registration. The following shall be annexed to the application:

1. power of attorney, where the application is filed by the representative;

2. documents confirming the trademark priority, if applicable;

3. payment proof of the prescribed fee.

The application with the due annexes and the payment proof of the prescribed fee constitutes the correct
application filing.

Every application submitted to AGEPI is assigned a file and a number.

Observance of the application filing requirements for the trademark registration shall be examined within 2
months from the application receipt date. It consists of verification of all necessary documents, including the
filing fee and the correctness of all presented documents, and the correspondence with all applicable
requirements.

All the necessary documents shall be submitted to AGEPI within 2 months from the application filing,
otherwise the application shall be deemed withdrawn.

Where the application materials correspond to the prescribed criteria, the application data shall be introduced in
the National Register of Applications and the application is assigned the date and number of the correct
application filing. Concomitantly, all the information shall be introduced in the Database of National Trademarks.

It is very useful to respect strictly the conditions, considering that protection is afforded on the priority
principle. The applicant receives a copy of the application with the date of the application filing.
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AGEPI verifies the list of goods and services, namely the compliance of the indicated terms with the
international classification of goods and services, according to the Nice Agreement, and the correct
classification thereof. If the list needs clarification, the examiner shall request the applicant to submit it upon
payment of the prescribed fee.

Publication of application

Where the prescribed criteria for the registration application filing are observed, the data shall be published
within at most 3 months from the filing date in the Official Bulletin of Industrial Property (BOPI), and the
applicant is notified thereof. The following data are published in the BOPI:

A number and date of the application filing;

designation and address of the applicant;

conventional or exhibition priority, if applicable;

trademark representation;

mention according to which the trademark is three dimensional, collective or of certification;
claimed colours (if necessary);

list of goods and services.

> > > > >

Substantive examination of application

Substantive examination of the requested sign is carried out within 6 months from the date the application is
published in BOPI, and the following are being examined:

e absence/existence of absolute grounds for invalidity;

e absence/existence of relative grounds for invalidity;

e observations and/or oppositions against the application for trademark registration.

Firstly, the character of the trademark is examined: a trademark shall not be descriptive, it shall not indicate different
characteristics of the products referring thereto, it shall not be contrary to ordre public and good morals, etc.

In order to avoid confusion in trademark exploitation and on the market, the examiner shall ensure that the
sign indicated in the application does not conflict with another sign previously registered. The requested sign
shall be verified taking into account the grounds for refusal of a trademark registration. The sign shall be
deemed identical with another sign, if all their elements coincide. A sign shall be deemed similar up to the
confusion with another sign, if there is an overall association, irrespective of distinctive peculiarities.

Substantive examination includes examination of oppositions and/or observations against the trademark
registration, and the examination of absolute and relative grounds of invalidity.

If the sign does not correspond to the prescribed requirements or corresponds to the requirements for only a
part of the classes of goods and/or services, the applicant shall be sent a provisional notification on refusal of
trademark registration, and shall be given a 2 month-period to express his/her opinion on the grounds of
invalidity and/or submit a letter confirming the consent of the opposite right holder for the registration of the
specific signs (except for identical trademarks).

Depending on the results of the substantive examination, the decision on the trademark registration shall be
taken, wholly or in part, or on the refusal thereof. Accordingly, the applicant shall be sent a notification on
the decision within 1 month from the date of its adoption.

Registration of a trademark, record in the National Register of Trademarks, grant of certificate

Where no contestations were received within at least 1 month from the adoption of decision, or the filed
contestations were deemed unjustified, upon payment of the registration fee, AGEPI shall record the
registration data in the National Register of Trademarks and shall issue the trademark registration certificate.
Data on trademarks registration shall be included in the National Register of Trademarks and, concomitantly,
in the National Trademark Database, and the applicant, who becomes the owner of the trademark, shall be
issued the title of protection. Trademark Registration Certificate on a standard form with the following
information:

A number and date of the trademark registration;

A number and date of the application filing;
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address and name of the applicant;
representation of the trademark;

claimed colours;

list of the goods and services;

data on the conventional or exhibition priority.

I I > I D

AGEPI shall publish data on the trademark registration, entered in the National Register of Trademarks.

In the Republic of Moldova the trademark is registered for 10-year term from the date of correctly issued
national demand.

Upon the decision of trademark registration, any person disagreeing with the examination decision is entitled
to file an appeal against the registration of a trademark before the Appeal Board of AGEPI.

Where such appeal is deemed legitimate and justified, a decision of refusal may be brought in court.

Registration of the trademark can be cancelled completely or partially if it is executed with violation of the
law No. 38-XV1/2008 about protection of trademarks.

Recommended or required reading

1. Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS) - Law of the Republic of
Moldova No. 218-XV of 01 June 2000.

2. Government Decision of the Republic of Moldova No. 257 of April 2, 2009 on approving the
Regulation of the Appeal Board of the State Agency on Intellectual Property

3. Government Decision of the Republic of Moldova No. 774 of August 13, 1997 on the fees for the
services with legal significance in the field of intellectual property

4.  Government Decision of the Republic of Moldova No. 852 of August 16, 2001 on the use of trademarks
— state property

5. Government Decision of the Republic of Moldova No. 1425 of December 2, 2003 on the mode and
conditions of permission grant to use the official or historical name of the state in the trademark and
industrial design

6. Government Decision of the Republic of Moldova No. 1080 of October 8, 2001 on approving the list of
trademarks — state property

7. Law on the protection of trademarks No. 38-XVI (adopted on February 29, 2008, applicable from
September 6, 2008)

8. Madrid Agreement Concerning the International Registration of Marks - Decision of Parliament No
1624 - XII of 26 October 1993

9. Nice Agreement Concerning the International Classification of Goods and Services for the Purposes of
the Registration of Marks - Parliament Decision No. 1251-XI1I of 10 July 1997

10. Paris Convention for the Protection of Industrial Property - Decision of Parliament No 1328 - XII of 11
March 1993

11. Protocol Relating to the Madrid Agreement Concerning the International Registration of Marks -
Parliament Decision No. 1252-X111 of 10 July 1997

12. Regulation on the procedure of filing, examination and registration of trademarks, approved by the
Government Decision of the Republic of Moldova No. 488 of August 13, 2009

13. Singapore Treaty on the Law of Trademarks - Law of the Republic of Moldova No. 214-XVI of 23 October
2008

14. Trademark Law Treaty (TLT) - Parliament Decision No. 614-XI1I of 27 October 1995

Internet based materials

1. http://agepi.gov.md/ - STATE AGENCY ON INTELLECTUAL PROPERTY OF THE REPUBLIC OF
MOLDOVA

2. http://www.tm-reg.ru/tovarnyj-znak-i-ego-sushhnost-v-otnoshenii-klassa-tovara/ - essence of the
trademark

3. http://kopilochka.biz/finance/article102.html - purpose of the trademark
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COURSE UNIT 3: International System of Industrial Property Objects Protection

Author: Elena Gurina, Belarussian National Technical University — BNTU

Topic 3.1. International System of Industrial Property Objects Protection
Formation of European legislation on protection of industrial property objedsantages of Trademark
registration. Means of industrial property objects protection

Formation of European legislation on protection of industrial property objects. Protection of Industrial
Property Objects is very important tool to be competitive in the market. Patents, Trademarks and Industrial
Samples belong to industrial property objects.

The Trademark and Service mark (further - the Trademark) the designation promoting difference of goods
and (or) services (further - goods) one person from uniform goods and (or) services of other persons admits.

The very first agreement in the field of industrial property is the Parisian Convention on protection of
Industrial Property. It was signed 20.03.1883 and later about 170 countries joined it.

Two main principles of the Convention are:
e principle of a national treatment;
e right of a priority.

In 1891 the Madrid Agreement on suppression of false or misleading indications of an origin on goods and
the Madrid Agreement on the international registration of signs were signed.

General rules concerning trademarks include:
¢ principle of independence of trademarks;
granting reasonable term to start trademark use;
prohibition to use well-known signs;
the principle of protection of the trademark "such what it is";
protection of trade names;
the arrest requirement at illegal marking of goods.

For management of intellectual property at the international level in 1967 the World Organization of
Intellectual Property on the basis of the international organization "United International Bureaus on
Protection of Intellectual Property" was created.

On December 20, 1993 the new system of guarding and protection of trademarks - a Trademark of the
European Community (Community Trade Mark Registration in European Union - CTM) was created.

It is possible to register a trademark in the European Union in the territory of all countries - participants of
the European Community by submission of one application.

Now by means of submission of one application it is possible to receive protection of a trademark in the
territory of 25 European countries: Austria, Belgium, Hungary, Great Britain, Germany, Greece, Malta,
Netherlands, Poland, Portugal, Slovakia, Slovenia, Finland, Denmark, Republic of Ireland, Spain, Italy,
Cyprus, Latvia, Lithuania, Luxembourg, France, Czech Republic, Sweden, Estonia.

For trademark registration in the European Union it is necessary to submit the official application to the
Office for Harmonization in Internal Market (OHIM, Alicante, Spain). Your trademark will be registered in
the territory of each country - participants of the European Union after entering of your trademark into the
Management register for harmonization of internal market. Rules of registration of trademarks and the
European legislation are similar to registration of trademarks in Great Britain.

The Trademark of the European Union has to be whenever possible presented in the graphic form
distinguishing goods and services of one legal or natural person from goods and service of other natural or
legal entity. Trademark can be registered by different manner: words, surnames and names, signatures and
symbols, sketches, drawings, figures, portraits of people, labels, abbreviations, slogans or slogans, labels,
stickers, numbers, combinations of signatures, numbers, fonts, signs, emblems, advertizing slogans, three-

21



OP 2.1. IDP Intellectual Property Law 530349-TEMPUS-1-2012-1-FR-TEMPUS-JPHES

dimensional trademarks, colors, combinations of colors and sounds. Other designations can be registered as
trademarks in the cases provided by the legislation.

Advantages of Trademark registration. The registered Trademark forbids other persons to use a Trademark
without owner’s permission and grants to owner the right to file a lawsuit against any person who uses a
Trademark without official permission. The trademark is property of owner and he can sell or lease it.

Any natural or legal entity who has permanent residence in one of the countries - participants of EU, or
permanent mission (branch) can receive registration of the European Trademark. As well the resident of the
participating country of the Parisian Convention can receive such registration.

The main advantages of Trademark’s registration in European Union consist in the following:
o More effective protection of a Trademark as Trademark of the European Union is protected at once
in all EU countries.
Uniform established registration rules of EU Trademark in all countries - participants.
It is necessary to submit only one application for registration of the European Union Trademark.
The one center for registration - The Office for Harmonization in the Internal Market.
There is no need for national registration of the applicant.
The EU Trademark can be used as brand of trade enterprise, brand of the producer, a collective
trademark or a service mark.
As a EU Trademark it is possible to register anywhere earlier not registered trademark.
e One can register unlimited number of EU Trademarks.
e The low cost of trademark registration in comparison with national registration in each country.

Means of industrial property objects protection. Legal protection of the Trademark is carried out on the
basis of its registration in public institution (e.g. "Patent Office™) in the order established by the legislation
on trademarks, or owing to international treaties. The Trademark can be registered addressed to the
organization or the citizen.

The right for the trademark is protected by the state. On the registered trademark the Certificate (Patent) is
granted. The certificate (patent) on the trademark certifies a trademark priority; an exclusive right of the owner to
the trademark concerning the goods specified in the certificate and contains the Trademark image.

The owner of the trademark has the exclusive right to use the Trademark and to dispose of it and also the
right to forbid Trademark use by other persons. Nobody can use protected in EU the Trademark on which the
Certificate (Patent) is granted without the permission of its owner.

Violation of the rights concerning the Trademark’s owner by unauthorized production, application, import,
the offer to sale, sale and other introduction in a civil turn or storage for this purpose the goods designated by
this Trademark is admitted.

Violation of the owner rights on the registered trademark is any encroachment on its rights including
implementation without the owner’s permission of actions demanding his consent or preparation for similar
actions. There are several methods to protect rights on trademark.

Non-jurisdictional - provides actions of legal entities and individuals concerning protection of the exclusive
rights to a trademark which are carried out by them independently without appeal to the government or other
competent authorities. It means only lawful ways of protection, for example, the notification of the violator
on existence of exclusive rights and the offer that any dispute should be solved by negotiations.

Jurisdictional - provides activity of the bodies authorized by the state concerning protection of the violated
or challenged rights. The essence of such protection form consists that the person which rights are violated
by illegal actions can apply for protection of the rights in specially authorized government bodies - court,
Antimonopoly committee, etc.

Civil - the most widespread procedure for the solution of disputes on exclusive rights to trademarks.

Main goal is not punishment of the violator but the restoration of the rights and compensation of losses. In
this regard the legislation of many countries established rather wide range of protection ways:
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e recognition of an exclusive right;

e recognition invalid contract concerning the rights for a trademark;

e the termination of the actions violating the right including removal from goods, its packing of
illegally used Trademark or the designation similar to it, so that it is possible to confuse. The
destruction of the made Trademark or images with designation similar to origin so that they can be
confused;

e recovery of the situation which existed before right’s violation;

e compensation of losses and other ways for compensation of material damage;

e compensation of moral (non-material) damage.

The reason for involvement of the violator to civil responsibility is the application of the owner on exclusive
rights with the claim in court.

Criminal process of the disputes solution provides involvement of the violator to criminal liability. However, to
qualify offenses on a trademark as a criminal offense it is necessary that such evidences of criminal action as
many repetitions of property’s illegal use or financial loss in large values were inherent in it.

Criminal responsibility provides such types of punishment as a penalty, imprisonment, property confiscation.

Administrative process of law is reduced mainly to the address of the person which rights are violated with
the statement to Antimonopoly committee or similar body. Such application is possible in case when the
violation of the rights on a trademark can be qualified as act of unfair competition. In this regard the
Antimonopoly committee or similar office is authorized to issue the following decisions:

recognition the presence of unfair competition;

termination of unfair competition;

imposing of penalties;

confiscation of goods with illegally used designation and copies of products produced by other
manufactures.

The decision of Antimonopoly committee can be challenged in Court. Registered Trademark obtained patent
provides legal protection of owner’s rights on industrial property. It includes, firstly, the right of possession will be
legally consolidated to owner of a trademark and further right on receiving profit from its use.

Secondly, the patent will protect trademark from fakes and claims of competitors for any part in the
Trademark image. In other words, copying of Trademark without permission can cause unpleasant
consequences for unfair firms which will try to use illegally Trademark in the mercenary purposes.

In all aforesaid cases of abuse the only owner of a trademark has the right to make the complaint to
arbitration court and to punish malefactors having indemnified moral and material loss of your company.
The registration of a trademark is reliable protection against fakes and claims of competitors.

So, nowadays the protection of Trademark is very important task due to expending of international market
and the increase of participants. This protection provides obtaining profits and the prevention of activity
concerning unfair competitors.

Seminar 3.1. Trademark as a mean to increase competitiveness

Purpose: To consolidate the knowledge on the protection of Intellectual Property Objects

1) Theoretical part

Protection of Intellectual Property Objects (IPO) is very important mechanism to distinguish product produced
by certain company from another one and keep competition on the market. This feature was recognized by
business society from the start of market economy. As a result the international system of IPO protection
started to form more than a century ago. Main rules were formed as well as a procedure to register IPO. The
registered Trademark forbids other persons to use a Trademark without owner’s permission and grants to
owner the right to file a lawsuit against any person who uses a Trademark without official permission. The
trademark is property of owner and he can sell or lease it. The owner of the trademark has the exclusive right to
use the Trademark and to dispose of it and also the right to forbid Trademark use by other persons. Nobody can
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use protected in EU the Trademark on which the Certificate (Patent) is granted without the permission of its
owner. Violation of the rights concerning the Trademark’s owner by unauthorized production, application,
import, the offer to sale, sale and other introduction in a civil turn or storage for this purpose the goods
designated by this Trademark is admitted.

Violation of the owner rights on the registered trademark is any encroachment on its rights including
implementation without the owner’s permission of actions demanding his consent or preparation for similar
actions. There are several methods to protect rights on trademark:

Non-jurisdictional - provides actions of legal entities and individuals concerning protection of the exclusive
rights to a trademark which are carried out by them independently without appeal to the government or other
competent authorities;

Jurisdictional - provides activity of the bodies authorized by the state concerning protection of the violated
or challenged rights;

Civil - the most widespread procedure for the solution of disputes on exclusive rights to trademarks;
Criminal process of the disputes solution provides involvement of the violator to criminal liability;
Administrative process of law is reduced mainly to the address of the person which rights are violated with

the statement to Antimonopoly committee or similar body.
2) Practical assignment
“Making-up the decision on company policy when any violation of IPO is appeared“

Students are divided into three groups. Trainer explains that there is violation of company IPO like: a) illegal
use of their company Trademark; b) appearance of fakes in the market; ¢) competitors use a part of the
Trademark image.

Teams must choose proper measures to protect their rights depending on obstacles. Then teams publicly
report the arguments in favor of the chosen decision.

In the end trainer with all students discuss their decisions to ensure their understanding the problems the
ways of solutions.

Recommended or required reading

Lo

Bainbridge D. Intellectual PropertyPearson publ. 2007.

2. Cornish W.R., Llewelyn D. Intellectual Property: Patents, Copyrights, Trademarks and Allied Rights.
Sweet and Mazwell. 2003.

3. Sherman B. Intellectual Property LawOxford. 2004.

Internet based materials

1. World Intellectual Property Organization: http://www.wipo.org.
2. European Patent Office:_http://www.european-patent-office.org.

Glossary

Intellectual property is the set of exclusive rights on results of creative activity, production, performed
works and services.

Industrial Property Objects (IPO) is a set of Patents, Trademarks and Industrial Samples owned by
producers of goods or services.

Competitiveness of production is the ability of production to meet the market requirements.

Protection of IPO is the set of measures to stop any violation of the rights concerning the Trademark’s owner by
unauthorized production, application, import, the offer to sale, sale and other introduction in a civil turn.
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COURSE UNIT 4: Infringement of IPRs

Author: Darya Firsava, Belarusian State University — BSU
Topic 4.1. Introduction of IPRs infringement

The main idea of IPRs’ registration is their protection from illegal use by third parties — IPRs infringements.
The reasons for appearance of the IPRs infringements are numerous, but roughly speaking the infringers fall
into two types:
o “free riders”, who benefit from the advantageous and bringing profits results of someone else’s
intellectual activity. The infringers are parasitizing on rightholders in this case; and
e unfair competitors, who intend to use third parties’ IPRs in order to make the customer think that
the unfair competitors’ goods / services / works are actually produced / sold / performed by the IPRs’
owner.

Sometimes IPRs are infringed without an illegal purpose, but as a result of negligence. Failure to duly
mention copyright of the author of a photograph you use as a background for your web-site constitutes a
violation of the author’s rights even if you were sure that you had reworked the photograph by 99%.

Expanding technologies of the contemporary world facilitate the infringements; technological globalization
shows disadvantages of territorial principles of IPRs’ protection. Illegal keyword advertising, fake web-sites
and cyber-squatting are nothing new anymore.

While some of activities on combatting IPRs’ infringements can be carried out independently (by your in-
house or outsource attorneys), that can become insufficient once your business boosts: the volumes of
infringements, as well as their complexity will require access to the official mechanisms including police
officers, courts, and special IPRs’ dispute resolution establishments. However, even if your state provides
you with good dispute resolution mechanisms, always take in mind the option of negotiations: it is usually
cheaper, quicker and makes more business sense.

Prevention of your IPRs’ infringements, algorithm for detection of whether they really have been violated, as
well as the ways of protection to a great extent depend on the type of the IP object.

Table 4.1.

Type of IPRs

Prevention means

Detection of infringement

Trademark

- TMs registration in all relevant
jurisdictions;
- subscribing to watching systems

for detecting applications for
similar trademarks;

- TM and ® legal notices;

- introduction of the trademark into
the  customs  registers  (for

prevention of counterfeit’s import)

- the registered trademark or a mark
confusingly similar thereto is used for similar
goods;

- the mark of reputation is used with regard to
any goods;

- the use as described above shall include any
of: import, offering for sale, sale or another
introduction into civil circulation or storage of
the infringing goods for the named
purposes(use in the course of trade)

Utility patent

- patent registration in all relevant
jurisdictions;

- full assignment of the employees’
/ contractors’ rights to the employer
/ customer;

- NDA agreements

- unauthorized use of goods incorporating
patented utility;

- unauthorized use of goods produced in
accordance with the patented means;

- for the purposes of the above “use” generally
means import, offering for sale, sale or another
introduction into civil circulation or storage of
the goods for the named purposes

Design patent /
Industrial patent
/ Registered

- patent registration in all possible
jurisdictions;
- registration of copyrights to the

- the appearances of the allegedly infringing
item does not differ from the registered images;
- “ordinary observer” test (the USA);
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designs same designs if possible; - imitation might cause a risk of consumer’s
- full assignment of the employees’ | confusion (the EU)
/ contractors’ rights to the employer
[/ customer;
- designers should sign and date
their design documents
Know-how - all available confidentiality | - use of the know-how by any party having
measures, including NDAs, internal | signed an NDA, or another relevant
confidentiality policies; confidentiality agreements with you
- non-disclosure clauses in the
agreements with any third parties;
- registration of a utility patent as
soon as you see the risk of the
know-how’s disclosure (if that is
still possible of course)
Copyright - copyright notices; - repetition of your protected expression of an
- copyright registration; idea in a work of art in another object;
- full assignment of the employees’ | - sometimes proof of access to the original
/ contractors’ rights to the employer | work of art by an alleged infringer is required
/ customer

The characteristics of IPRs’ infringements provided in the above table are quite simplified. Always keep in
mind that IPRs’ protection follows the principle of territoriality. The main idea of this principle is that the
law applicable to the IPRs is the law where protection of the rights is asked for (Iex loci protectionis

In addition, the exceptions from IPRs’ protection often apply. The common name for such allowed use of IPRs of
others is “fair use”. The concept of fair use again generally depends on the country where protection is searched,

as well on the type of the infringed IPR. The most common cases of fair use include: “ d e mi usej usaifors
non-commercial purposes only, use for educational and scientific personal use.

Claiming infringement of IPRs does not imply just stopping the offenders from doing so. As a rightholder,
you will be also able to count on other remedies, including injunctive relief, enhanced damages for wilful
infringements, attorneys' fees, statutory damages, compensatory damages, injunctive relief, impoundment
and destruction of infringing copies, monetary awards, injunctive relief, punitive damages, and disgorgement
of profits. The type of the claimed remedy will depend on the country where the rightholder seeks protection,
type of the infringed IPRs, as well as other factors like wilfulness of infringement, presence of caused
damages, etc.

Seminar 4.1.

Purpose: To gain basic knowledge for IPRs’ protection

Objectives: 1) To understand the possible methods of prevention of IPRs’ protection;
2) To understand whether an IPRs’ infringement can / should be claimed

1) Please read and analyze the following cases and explain a) whether you think the awards are business-
promoting; b) what the losing party could have done to win the case:

“Interflora Inc and another v Marks and Spencer plc and another [2013] EWHC 1291 (Ch), 21 May 2013
(Full text: http://www.bailii.org/ew/cases/EWHC/Ch/2013/1291.html; analysis:
http://uk.practicallaw.com/7-530-0226?q=google+key+words+trademarks)

“Fundaci 6n Espafiola para |l a I nnovaci 6n de | a Art

Acierta Product & Position SA, Case32/08, 2 July 2009(Full text:
http://www.bailii.org/eu/cases/EUECJ/2009/C3208.html)

2) Please make a sample budget of your planned expenses for prevention of IPRs’ infringements:
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Type of IP Expenses for registration of one | How many IPs needing registration Total
item (state fee + attorney fee) appear a year expenses
EU USA Home EU USA Home
country country
Trademark

Utility patent
Design patent /
Industrial patent /
Registered designs
Copyright

Topic 4.2. Counteraction against IPRs infringement

Both national and international laws provide not only for the legal acts on IPRs’ protection. They also
provide for the means of protection. Commonly to all other crimes and offences, IPRs’ infringements are
counteracted through administrative and judicial means. Police and customs authorities usually represent the
administrative means.

Their main business for administrative bodies (as to IPR’s protection) is prevention and stopping of trade in
counterfeit goods. Clearly, the customs authorities prevent cross-border movement in counterfeit goods. A
common example of the customs authorities’ business in this case would be to stop an installment of
medicines which indicates that it includes a substance being patented and protected by another party without
this party’s direct permission. Of course, not all goods at the customs get analyzed as to whether they
incorporate a patented substance, or a registered trademark — mostly the ones in which relation the
rightholder filed a claim for suspension of goods at the border and considering them to be counterfeit.
However, by the moment the countries have already empowered the customs authorities to undertake some
“ex officio” measures: e.g. they can suspend movement of a susceptive installment and inform the
rightholder about such suspension.

For example, Article 58 (Ex Officio Action of the TRIPS Convention suggests the following basic rules of the

customs authorities’ ex officiocases: “ Where Members requireompetent authorities to act upon their own
initiative and to suspend the release of goods in respect of which they have acquired prima facie evidence th
an intellectual property right is being infringed: (a) the competent ailie® mayat any time seek from the

right holder any information that may assist them to exercise these powers;(b) the importer and the right
holder shall bepromptly notified of the suspension. Where the importer has lodged an appeal against the
suspensin with the competent authorities, the suspensiimil besubject to the conditions, mutatis mutandis,

set out at Article 55; (c) Membeshall only exempt both public authorities and officials from liability to
appropriate remedial measures where actans e t aken or intended in good

National legislations of various states provide for the chance of the ex officio conduct of their customs
authorities, and states cooperate in this area broadly. So, the central customs authorities administer a customs
register of trademarks within the Unitary Economic Area, embracing Russia, Belarus and Kazakhstan. Any
owner of a trademark registered in the respective country file a set package of documents based on which the
customs authority will suspend the goods at the border and inform the rightholder of the suspension, so that it to
allow him to take some measures against the alleged infringer.

The competences of police authorities are almost always regulated by the national legislation. The national
administrative codes commonly provide for the lists of possible IPRs’ violations and proposed punishments
for them. The violations usually include production / sale / etc. of counterfeit goods and unfair competition
cases. But for some exotic cases, the police station located at the place of the infringement’s commitment or
the residence of the infringer is considered responsible and competent for considering such infringements.

National courts usually include a special department specialized at the intellectual property cases, which helps
the disputes to be considered by well-qualifies judges. The disadvantages of going to a state court include its
lengthy, lack of confidentiality, and definitely difficulties of enforcement in a foreign country.

The main alternative to state courts in the disputes between nationals of different states is arbitration. Arbitral
tribunals do not depend on the state, and get their competence to consider a case and issue an award obligatory
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to both parties to the dispute only in case both parties have previously agreed so. Such agreement shall be
expressed explicitly and is usually embodied in a separate agreement on arbitration chosen by both parties, or in
the dispute resolution clause in the main contract. The agreement can be reached with regard to future and
existing disputes. For example, the standard arbitration clause of the London Court of International Arbitration
with regard to future disputes reads (words/spaces in square brackets should be deleted/completed as
appropriate at the parties own discretion):

"Any dispute arising out of or in connection with this contract, including any questiondiegaits
existence, validity or termination, shall be referred to and finally resolved by arbitration under the LCIA
Rules, which Rules are deemed to be incorporated by reference into this clause. The number of arbitrator
shall be [one/three]. The sealr legal place, of arbitration shall be [City and/or Country]. The language to

be used in the arbitral proceedings shall[bg. The governing law of the contract shall be the substantive
law of[ ]."

The arbitral awards are easily enforced in all countries participating in the New York Convention 1958
(Convention on the Recognition and Enforcement of Foreign Arbitral Aw@dss York, 1958))The
arbitration is cheaper, ensures more impartiality, and guarantees confidentiality. However, it is quite
expensive, which obliges you to be very careful while entering into an arbitration agreement. The most
famous and at the same time most expensive arbitration institutions are International Chamber of Commerce,
London Court of International Arbitration (London), American Arbitration Association.

Some alternative (to state courts) dispute resolution methods for intellectual property disputes have also
evolved recently. One of the most famous of them is the Uniform Domain-Name Dispute-Resolution
Policy (UDRP). UDRP is a process established by the Internet Corporation for Assigned Names and
Numbers (ICANN) for the resolution of disputes regarding the registration of internet domain names. The
UDRP currently applies to all .aero, asia, .biz, .cat, .com, .coop, .info, .jobs, .mobi, .museum, .name, .net,
.0rg, .post, .pro, .tel and.travel top-level domains, and some country code top-level domains. UDRP is quick
(about 45 days only), cheap (around 750 USD), simple (you will not need legal attorneys for that) and
effective procedure that you can use, provided that your trademarks is used in a third-party’s domain name,
which also falls under the regulation of the UDRP.

Seminar 4.2.
Purpose: To gain basic knowledge on the methods of IPRs’ protection

Obijectives: 1) To get acquainted about the possible means to consider disputes on IPRs;
2) To see the difference between the various dispute resolutions means and the basic rules on
their use.

1. Please analyze Article 58 of the TRIPS convention as provided above as to whether its rules are
imperative and to what extent. Pay a special attention to the underlined words.

2. Please draft an arbitration clause for the ICC tribunal, American Arbitration Association, an arbitral
tribunal based in the country of your nationality. Take the sample clauses placed on their web-sites
and fill in the blanks as you deem to be the best.

3. Please prepare an action plan for filing a claim against a real or alleged infringer of your trademark in a
domain name in accordance with the UDRP procedure. Indicate in the plan what documents and
information you will have to file to the UDRP, and in what stages of the claim’s filing.

4. Please learn the procedure on whether (and, if yes, how) you can apply to your local customs
authorities to empower them to suspend the goods infringing your trademarks, utility patents, design
patents.

Recommended or required reading

1.  Amanda Michaels and Andrew Norris, ‘A Practical Approach to Trade Mark Law’, Fourth Edition,
464 pages, 2010.

2. Lionel Bently and Brad Sherman, ‘Intellectual Property Law’, 1,264 pages, 2008.

3. Olivier Vrins and Marius Schneider, ‘Enforcement of Intellectual Property Rights through Border
Measures: Law and Practice in the EU’, 1,248 pages, 2012.
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Prof. Thomas F. Cotter, ‘Comparative Patent Remedies: A Legal and Economic Analysis’, 448 pages, 2013.

Internet based materials

UNDRP web-site: http://www.icann.org/

The United States Patent and Trademark Office: http://www.uspto.gov/

The Office for Harmonization in the Internal Market: https://oami.europa.eu/ohimportal/en/
Belarusian National Center of Intellectual Property: http://www.belgospatent.org.by/
Ukrainian Institute of Industrial Property: http://www.uipv.org/

Moldavian State Agency of Intellectual Property: http://agepi.gov.md/ru/about/

World Intellectual Property Organization: http://www.wipo.int/

The IPKat blog: http://ipkitten.blogspot.com/
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COURSE UNIT 5: Common Law Protection of a TM

Authors: Olena Chernikova, Natalia Teliura, O.M. Beketov National University of Urban Economy in
Kharkiv — NAMEK

Topic 5.1. Trademarks (™)
Topic provides main and common definitions of TM, short characteristics of different TM categories.

Main questions for self-assessment:

What is a trademark?

How select a right trademark. What works? What doesn’t?

TM categories and their characteristics.

How do you establish rights in a trademark?

What is the Madrid System of TM registration?

How do you protect rights in a trademark? How are trademarks protected internationally?
How can you lose your rights in a mark?

What is the Common Law Trademark Rights?

Nk~ wWwN

Seminar 5.1. Trademarks. Main International agreements for TM protection and establishing the rights.

Purpose: To study main terms and definition of TM, become familiar with main International agreements
for TM protection and establishing the rights.

Objectives: become familiar with main definitions and TM categories; understand how somebody can
establish rights in a trademark, protect or lose their rights in a mark.

Trademarks (™)

Brands and/or Trademarks are critical to most businesses, and can be worth millions, even billions - think
Microsoft or Coca-Cola. On the internet branding assumes especial importance, not least because brands can be
incorporated into domain names. The value inhering in a brand is protected by trade mark law; and it is sensible
for businesses operating on the web to have at least some familiarity with this area of law.

What is a trademark

A trademark can be a name, word, slogan, design, symbol or other unique device that identifies a product or
organisation. Trademarks are registered at a national or territory level with an appointed government body.
Registering in countries such as the US, the UK, Japan, etc. will protect your mark in that country only, but
within the European Union, there now exist a Community Trade Mark (CTM) which covers the mark in all
EU countries.

Trademarks obtain common law rights by virtue of their reputation in the trade, and they may also be
registered®. The rights given by registration of a trade mark are absolute in the sense that once a mark is
registered in respect of stipulated goods or services, then if another person uses the same or a confusingly
similar mark on the same kind of goods, that is an infringement of the trade mark and can be stopped.

As the rights given by registration are considerable, there are quite substantial limitations on the sort of
marks that can be registered. These limitations are set so as to ensure that traders going about their legitimate
business are not unfairly restricted.

For a mark to be registrable it must be distinctive of the goods or services of a trader, and it must not be
deceptive. Distinctiveness can be present from the outset, that is even before the mark is brought into use.
Alternatively, distinctiveness may be acquired after a period of use.

Selecting a right trademark

Selecting a trademark may not be easy. It may be tempting to choose a word that seems “catchy” and describes
a feature or characteristic of your goods or services. However, as a general rule, terms that are merely
descriptive of products and services can be difficult to protect as marks, and the more descriptive your mark is

® © 2009 RGC Jenkins & Co. A Guide to Intellectual Property. www.jenkins.eu.
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of your goods or services, the more difficult it may be to stop your competitors from using it. Similarly, in
many countries it is difficult to protect geographic terms and surnames as trademarks.

The more distinctive a mark is, and the more wellknown the mark becomes, the wider the mark’s scope of
protection will be. The strongest marks typically have no meaning in relation to the goods or services for
which they are used, although marks that suggest positive qualities of the goods or services can also
sometimes be strong marks.

Trademarks can be categorized as having the following levels of distinctiveness or strength®:

Fanciful or coined marks

These marks are words that are made up and have no meaning other than as a brand name (e.g., XEROX for
copiers and EXXON for petroleum products). Such marks generally receive the broadest scope of protection.

Arbitrary marks

These marks include words that may have a common meaning but not in relation to the goods or services for
which they are used as brand names (e.g., APPLE for computers and SAMSUNG for televisions).

Suggestive marks

These marks suggest some attribute or benefit of the goods or services, but do not describe the goods
themselves (e.g., MICROSOFT for software for microcomputers, AIRBUS for airplanes, and
VOLKSWAGEN for automobiles).

Descriptive marks

In most countries, terms that describe goods, services or their characteristics cannot be protected as a mark
unless the public has come to recognize them as marks, in which case, the term is said to have “acquired
distinctiveness” or “secondary meaning.”

Terms can acquire distinctiveness through extensive use and advertising (e.g., RICH ‘N CHIPS for chocolate
chip cookies and HOMEMAKERS for housekeeping services). Included within this group are laudatory
words (e.g., GOLD MEDAL for flour and BLUE RIBBON for beer), geographically descriptive terms that
truly imply an association with a place (e.g., CANADIAN for beer), and surnames (e.g., FORD for
automobiles).

The generic word for a type of product or service (such as lawn mower, razor, candy or credit card) can
never be a trademark or service mark for that product or service. This is because the generic word defines the
product or service, but not its source.

A deceptive mark (such as SUPER SILK for nonsilk shirts) or a geographic term that falsely implies an
association with a place (like MADE IN PARIS for perfume manufactured in the United States) can never be
registered as a trademark or service mark.

Before adopting a new mark, it is advisable to have a search conducted and evaluated by a qualified attorney
or service provider. Someone else may already have rights to virtually the same mark, and it is better to
know about that or other potentially conflicting marks before you have made an investment in your new
mark. Lack of knowledge is normally not a defense to trademark infringement.

The extent of searching that is warranted depends on the nature of the mark, the goods or services for which
it is to be used, and the countries in which the mark is intended to be used. Basic searches typically focus on
trademark registration databases. More extensive searches include numerous other sources, such as company
name databases, trade publications and the Internet.

Establishing rights in a trademark

Depending on the country, trademark rights are typically established either through use or registration. In
some countries, particularly those with legal systems based on English common law, using a mark can
establish common law rights in the mark. These include Australia, Canada, the United Kingdom and the
United States. In these countries, a trademark registration may provide broader rights than the common law

10 Trademark Basics. A Guide for Business. 2012 International Trademark Association inta.org | info@inta.org
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rights that arise from simply using the trademark**.

For example, common law rights are typically limited to the geographic area in which the mark is actually
used, while the rights obtained through trademark registration may extend throughout the entire country or
region that is covered by the registration. Significantly, in countries that do not recognize common law
trademarks, the first registrant of a mark acquires exclusive rights.

Usually, an application to register a trademark is made to the national trademark office in the country or
region where the applicant wishes to protect the mark. The application will usually include the name and
address of the applicant, a representation of the mark, a listing of the goods or services that are desired to be
covered by the registration, and the official filing fee.

In some jurisdictions, it may also be necessary to file specimens showing how the mark is used. However,
most countries do not require a mark to be used before it is registered.

After a trademark application is filed, an examiner in the trademark office examines the application and may raise
questions about it. In certain countries, examination will be on “absolute grounds” only, evaluating the nature of
the mark (for example, whether the mark is descriptive and, therefore, not registrable) and the format of the
application (i.e., whether the formal requirements of the application process have been met). In other countries,
examination will also be conducted on “relative grounds,” evaluating whether the mark is sufficiently unique
when compared to other marks registered in that country. Once the trademark examiner is satisfied that the
trademark application meets the appropriate requirements for registration, the trademark application is typically
published by the trademark office. In most jurisdictions, others who believe they might be damaged by the
registration of the mark will have a limited period of time after this publication to oppose the application. If no
opposition is filed in this time period, the registration is issued.

A trademark registration can remain valid forever, provided that the registration is periodically renewed. In
some countries, such as Portugal and the United States, it is also necessary to submit evidence showing
continued use of the mark for the registration to remain in force. Most countries also have cancellation
procedures that enable third parties to request cancellation of a trademark registration if a mark is not used in
the country for a certain amount of time, often a three-year or five-year period.

There is the Madrid System that provides a facility to submit trademarks applications to many countries at the same
time. Registered trademarks may be identified by the abbreviation ‘TM’, or the ‘®’ symbol. (it is illegal to use the
®symbol or state that the trademark is registered until the trademark has in fact been registered).

™ symbol*?

The ™ symbol, when used next to a name, logo or other symbol, provides notice to the world that a
company claims trademark rights in that symbol as it's proprietary trademark. Companies can use
the ™ symbol on any mark which serves to identify that company's goods, and the S™ symbol on
any mark which serves to identify that company's services. There is no need to have a federal or
state registration prior to using the ™ °"SM symbols.

In most countries, the national patent office will also administer trademarks.

Madrid Agreement

The Madrid Agreement Concerning the International Registration of Marks is an international treaty
signed originally in 1891. It is designed to simplify the filing of trademarks and service marks in
different countries. The treaty provides for the international registration of an approved trademark by a
single filing in one language, under one procedure, with the payment of one fee. Nationals of member
countries must first register their trademark in the country of origin prior to international registration.
For this reason, the treaty tends to favor countries having the least rigorous application procedures, and
consequently the United States and Canada, having more elaborate trademark registration procedures,
have declined to become signatories.*?

11 Trademark Basics. A Guide for Business. 2012 International Trademark Association inta.org | info@inta.org
12 http://www.marklaw.com/trademark-glossary/T-Z.htm
13 http://www.marklaw.com/trademark-glossary/M-Q.htm
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Protecting rights in a trademark

In order to protect your trademark and prevent others from using it improperly, it is important to understand
the underlying principles of trademarks. Trademark law is designed to protect the public from confusion as
to the source of the goods and services. If there are similar names or symbols on similar products, the
consumer may purchase the wrong goods.

The test to determine if trademark infringement has occurred is "likelihood of confusion in the relevant
marketplace." This analysis considers many factors, but in general, if the public can distinguish between two
similar trademarks, the two may co-exist, such as Delta (airlines) and Delta (faucets) or Lexus (the
automobile) and Lexis (legal research service).

The protection offered by many trademark registrations is limited to the country in which they are obtained®.
As such, individual trademark applications are typically filed in each country in which protection is sought.
However, there are initiatives that enable trademark owners to cover multiple countries with a single
trademark application. For example, the Office for Harmonization in the Internal Market (“OHIM”) (
http://oami.europa.eu/ows/rw/ pages/index.en.do ) is the official name for the European Union’s (EU)
trademark office, where a registered trademark (also called a “Community Trade Mark” or CTM) or
registered design is valid in all member countries of the European Union. Africa offers a similar filing
alternative through the African Regional Intellectual Property Organization (ARIPO) (http://www.aripo.org/).

It is also possible to file a single international trademark application to obtain registrations in multiple countries
under the provisions of the Madrid Agreement or the Madrid Protocol, further reducing the complexity and costs
associated with obtaining trademark protection in multiple countries. To learn more, visit the World Intellectual
Property Office’s (WIPO) website (http://www.wipo.int/madrid/en/index.html). Both treaties permit an
international trademark application to be filed with the trademark office in the home country in a single language.
Other benefits of an international trademark registration include the ability to transfer the rights in all of the
covered countries through a single assignment of the registration (assuming the assignee is in a member country)
and the ability to renew the registration through a single filing. It is also possible to designate additional countries
after the application is filed. There are over 80 countries that can be designated in an international trademark
application under the Madrid Protocol. These countries are located primarily in Asia and Europe, but other
notable countries are Australia and the United States.

Losing rights for a mark

The most common way to lose rights in a mark is to stop using it with no intention to use it again. This is called
“abandonment.” However, there are also ways in which trademark rights may be unintentionally lost.

For example, in some countries, it is possible to lose rights in a mark by licensing the mark to others without
controlling the nature and quality of the goods or services the licensee offers under the mark. This concept is
often referred to as “naked licensing.”

Another way in which rights may be lost is by misusing the mark — or by failing to police against the mark’s
misuse by others — so that the mark ceases to indicate the source of goods or services and becomes a generic word
(like escalator and cellophane, which originally were trademarks but came to be understood by the public as the
generic names of the products for which they had been used as brands). Moreover, whether a mark loses its
trademark significance may vary from country to country, as is the case with ASPIRIN, which is a generic term in
the United States but a protectable trademark in Canada and Germany.

To help prevent the loss of your rights in a mark, follow these standard trademark use rules:
e Use trademarks as an adjective with the generic name of the product following the mark (e.g.,
KLEENEX tissues)
e Do not pluralize singular marks. (e.g., OREO cookies, not OREQS)
e Do not modify a trademark from its possessive form, or make a trademark possessive. (e.g., LEVI’S
jeans, not LEVI jeans)
e Do not use marks as verbs or nouns. (e.g., You are NOT xeroxing, but photocopying on a XEROX copier.)

14 International Trademark Association inta.org | info@inta.org
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Common Law Trademark Rights

Common law trademark rights are rights you automatically acquire in a trademark simply by using it'>. They
accrue as soon as a mark is used to identify goods or services in commerce. For example, if you are using the
name/mark "Yellow Brick Road" in a city to operate a travel agency, your use of that mark for those services
will generally be protected in the area of use and may (depending on the jurisdiction) extend to an area of
"foreseeable expansion.” Note that in any dispute, you will need to show that you were using the trademark
prior to the other party's use in that area.

You can enhance your common law rights by using the superscript TM symbol (for goods) or SM symbol (for
services) to show you are claiming common law (unregistered) trademark rights in the name. This puts people on
notice that you are claiming trademark rights and protects against the "innocent infringer" defense.

There is a potential risk of trademark infringement when you use your trademark and include a TM or SM
symbol, so clear the mark before using these symbols. If you are representing both goods and services with
the mark, use the TM symbol. Once a U.S. trademark registration is obtained (and only then), you can use
the ® symbol.

A common law legal system

A common law legal system is a system of law characterized by case law which is law developed
by judges through decisions of courts and similar tribunals?®.

European countries have quite strong law of unfair competition and also a bundle of common law
rights which can achieve much the same overall effect. If another manufacturer is producing possibly
an inferior version of your product and is marketing it in a get-up and with literature designed to
confuse your customers and make them think they are buying your product when in fact they are
getting something else, that other manufacturer is "passing off" his goods as yours and is taking
unfair advantage of your reputation and can be stopped.

Other common law rights provide protection against the misuse of confidential information such
as trade secrets, and provide remedies for industrial espionage.

In the US there is also a differentiation between marks used for products or services, with a
classification called service-marks used for services, though they in fact receive the same legal
protection as trademarks.

Types of marks

The words "trademark™ or "mark" are used in a general manner to denote any kind of mark such as a
certification mark, collective mark, service mark or trademark. Typically, "service mark" is used in
association with the sale of services, while "trademark™ is used in association with the sale of goods.
Certification marks are used to identify a certain level of quality or that specific standards have been
met, and Collective marks are used to identify associations of companies or organizations. Any such
mark can consist of a symbol, smell, sound, phrase, packaging as long as it is used to identify the
thing it is supposed to distinguish.

Are trademarks the same as patents or copyrights?
The simple answer to this question is NO! While trademarks, patents and copyrights are all forms of
intellectual property, they are quite different from each other.

Copyright is a bundle of rights that the author or creator of works entitled to copyright protection enjoys in
regard to those works. Copyright protects these original works of expression, not the idea itself. The subject
matter of a copyright may be a writing, publication, book, play, song, dance, painting, sculpture, print,
photograph, movie, video or recording, but this list is not exhaustive. Copyrights can also be granted to
protect computer programs, and even buildings.

Copyright rights exist automatically in some jurisdictions as soon as the work has been fixed in a tangible
medium, such as on paper or in a recording. Registration may not be required under international

15 TRADEMARK BASICS © Brown & Kannady, LLC (2007)
16 http://www.duhaime.org/Legal Dictionary/C/CommonLaw.aspx
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conventions, but may, as in the United States, be a prerequisite for certain benefits of registration to take
effect, such as filing a lawsuit for infringement and requesting

certain remedies. In other jurisdictions, registration is required. Copyright registration is usually inexpensive
because it is subjected to a low level of examination.

The duration of a copyright depends on the country, but can last for as many as 70 years after the life of the
author or creator, or 95 years from the date of publication or 120 years from the date of creation of works
authored by companies. You cannot necessarily count on the absence of a copyright notice to decide whether a
work is in the public domain, because copyright notices are optional in most countries.

As discussed above, a trademark is a word, logo, symbol, package design or other source indicator used to
identify the source of a particular product or service in the marketplace.

Trademark rights may continue indefinitely, as long as the mark is neither abandoned by the trademark
owner, nor loses its significance in the marketplace as a trademark by becoming a generic term. Trademarks
are statutory protections of commerce designed to protect consumers from confusion.

Thus, each form of intellectual property protects different subject matter and has different requirements,
durations and costs.

Topic 5.2. Patents and Patent Law

Description: Topic provides the main definitions dealing with patents and patent law, defines sources,
objects and subjects of patent law.

Main questions for self assessment:
1. What is a novelty and patentability?
What kind of inventions potentially may not be regarded as inventions?
Who granted the patent?
How do you establish rights in an inventions, industrial processes, new products, etc?
What is the purpose of the European Patent Convention?
What is the Paris Convention for the Protection of Industrial Property?
What is the TRIPS agreement main objectives?

Nookwh

Seminar 5.2. European and National Patent Law (BY, MD, UA) — common characters and main differences

Purpose: To study common characters of European and National Patent Law (BY, MD, UA), identify main
differences, become familiar with main International agreements in patent law.

Obijectives: become familiar with basic of patent law and patent issues, become familiar with main
International agreements; understand how somebody can establish rights in a inventions, protect or lose their
rights in a patents and/or industrial processes, etc.

Patents

Patents apply to industrial processes and inventions, and protect against the unauthorized implementation of the
invention. Patents are grants made by national governments that give the creator of an invention an exclusive right
to use, sell or manufacture the invention. Like trademarks, patents are registered at a national or territory level
with an appointed government body. Patents typically take 2 to 3 years to be granted.

A patent is a government grant of an exclusive right to prevent others from practicing a new invention for a
limited time. A patent is the only way in most countries to protect a new and useful invention and it must
generally be applied for before any public disclosure of the invention. In some jurisdictions, such as the United
States, a grace period is provided so that an application can be filed up to one year after disclosure. The subject
matter of a patent may be a new and useful process, machine, article of manufacture or composition of matter, or
any new and useful improvement thereof. Depending on the country, patents may also be granted for business
methods, computer programs and living organisms, as well as ornamental designs.

A patent is granted by the national government and the procedure to apply for one can be quite expensive.
The application undergoes a rigorous examination process that can take several years. Once issued, the
patent term may vary depending upon the type of patent, but generally lasts for 20 years from the filing date
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if periodic maintenance fees are paid. The phrase “Patent Pending” means that a patent application has been
filed. On the other hand, an article may be covered by a patent even if it has no notice on it because patent
notices are optional.

Patentability of inventions

European patents are granted for inventions that are new, involve an inventive step and are susceptible of
industrial application. An invention can belong to any field of technology.

The EPC does not define the meaning of "invention”, but it does provide a non-exhaustive list of subject-matter
and activities that may not be regarded as inventions, i.e. that are expressly excluded from patentability.

In this respect your attention is particularly drawn to the following four fields!’:

1. Programs for computers, which are not regarded as inventions if claimed as such. However, a computer
program is not excluded from patentability under Article 52 if, when running on a computer, it causes a further
technical effect going beyond the "normal” physical interaction between the program (software) and the
computer (hardware). An example of a further technical effect is where the program serves to control a
technical process or governs the operation of a technical device. The internal functioning of the computer itself
under the influence of the program could also bring about such an effect.

If the computer program itself is not excluded, it is immaterial whether the program is claimed by itself, as a
data medium storing the program, as a method or as part of a computer system.

Thus computer programs are not automatically excluded from patentability. More information about the
patentability of computer implemented inventions is available from the EPO website (www.epo.org).

2. Methods for treatment of the human or animal body by surgery or therapy, and diagnostic methods
practised on the human or animal body. The exclusion from patentability does not apply to products,
substances and compositions for use in such methods, e.g. medicaments or surgical instruments. Substances
and compositions are in fact singled out for special treatment in the EPC as regards the novelty requirement:
even a known substance or composition may be patented for further medical or veterinary uses, provided that
such use is novel and inventive.

This exception does not exclude the patentability of other methods of treatment of live human beings and animals;
the treatment of body tissues after they have been removed from the human or animal body and diagnostic methods
applied to such tissues are patentable as long as the tissues are not returned to the same body.

3. Plant and animal varieties and essentially biological processes for the production of plants or animals,
which are expressly excluded from patentability. In the case of plant varieties, a separate form of protection
is available in most contracting states and under EU law.

A process for the production of plants or animals is essentially biological if it consists entirely of natural
phenomena such as crossing or selection.

The exclusion does not apply to microbiological processes or the products of such processes. In general,
biotechnological inventions are also patentable if they concern biological material that is isolated from its
natural environment or produced by means of a technical process, even if it previously occurred in nature.

4. The last field is inventions excluded from patentability because their commercial exploitation would be
contrary to "ordre public" or morality. In particular, patents are not granted in respect of processes for
cloning human beings, processes for modifying the germ line genetic identity of human beings, uses of
human embryos for industrial or commercial purposes, or processes for modifying the genetic identity of
animals that are likely to cause them suffering without any substantial medical benefit to man or animal, and
also animals resulting from such processes.

An invention is considered to be new if it does not form part of the state of the art. The definition of the state
of the art in the EPC reflects the principle of absolute novelty: the state of the art comprises everything made
available to the public anywhere in the world by means of a written or oral description, by use, or in any
other way, before the date of filing or priority. However, novelty is prejudiced only by something which is
clearly disclosed to a skilled person in a single source of prior art, e.g. in a patent application published

17" How to get a European patent. Guide for applicants Part 1, December 2007 (11th edition)
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before the date of priority.

Patent law

Patent law concerns new, industrially applicable inventions®®. It is perhaps fitting that intellectual property law
reserves a very special and powerful mode of protection for inventions that meet exacting standards. The grant
of a patent effectively gives the inventor, or more commonly his employer, a monopoly to work the invention
to the exclusion of others for a period of time, not exceeding 20 years. However, the monopoly is not absolute
and there are a number of checks and balances to curb its abuse.

The invention might concern a new or an improved product: for example, a new type of window lock or an
improvement to the design of scaffolding clamps. Alternatively, the invention may concern some industrial
process, such as a new method of rust proofing motor car bodies or an improved method of making printed
circuit boards for electronic equipment. Due to the strength of this form of property right, high standards are
required — the invention must be new and it must involve an inventive step, that is, it must be more than
merely an obvious application of technology. Furthermore, the invention must be capable of industrial
application and must not fall within certain stated exclusions. These requirements are explored in detail in
the next chapter; suffice it to say for now that patents are not granted lightly and an application is subjected
to a thorough examination process.

In common with other intellectual property rights, a patent is a form of personal property that may be
assigned, licensed or charged by way of a mortgage.

Patent law grants a monopoly for a limited period of time in respect of an invention in return for disclosure
of the details concerning the invention. These details are available for public inspection and are sufficiently
comprehensive so that a person skilled in the particular art would be able to make practical use of the
invention; in other words, he would be able to work the invention.

After the expiry of the patent, the invention falls into the public domain and anyone is free to make use of it. One
might wonder what the state or the general public get in return for this grant of privilege. The fact that the details
of the invention are published means that competitors, researchers and the like have immediate access to this
information which they may study and use subject to the scope of the infringing acts. The system benefits
everyone by this because the wider availability of such information helps to spread and widen technical
knowledge and, importantly, because investment is encouraged, wealth and employment are created and
maintained. The whole patent transaction can be thought of as a bargain or contract between the inventor (or his
employer) and the state, both parties bringing consideration to that contract (see Table 5.1).

Without a patent system, inventors and their employers would attempt to keep the details of the invention
secret, relying on the law of confidence for protection. In some cases, it would be impossible to keep the
details of the invention secret. For example, if it concerned a new type of gearing arrangement for a bicycle,
anyone purchasing a bicycle with the new system fitted would be able to discover the inventive step by an
examination of the gears, perhaps after dismantling them. However, if the invention concerned some new
industrial process used for making bicycle gears, it might be possible to maintain secrecy because an
inspection of the finished product would not necessarily disclose the manufacturing process.

The most important sources for European patent law and EPO practice, along with much other useful
information, are accessible on the Internet via the EPO website (www.epo.org).

18 Intellectual Property. David I. Bainbridge Eighth Edition. 2010., www.pearsoned.co.uk
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Table 5.1
Example of Patent consideration

Patent — concept of contract — consideration

Patentee's consideration State's consideration

1 Details available for public inspection. 1 Examination and search by UK Intellectual
Property Office (UK IPO) may assist in the
drawing up or amendment of the application.

2 Invention falls into the public domain on 2 Wealth of information available at UK IPO will
expiry. help in deciding whether to apply for a patent
and in the framing of patent application.

3 Some things can be done during the life of 3 The granting of a limited monopoly.
the patent (non-infringing acts) by others.

4  The invention may be vulnerable to a 4 A priority date will be given assisting in
compulsory licence or licence of right. applications in other countries.

5 UK and EC Competition law may impose 5 Useful evidential materials available,
restrictions on the exploitation of the presumptions.
patent.

5 Fees have to be paid. 6 Inexpensive opinions available from the

Comptroller of Patents as to validity and
infringement.

7 The rnisk that the invention may be
appropriated by the Crown (although
payment may be made).

Nature and purpose of the European Patent Convention

The EPC has established a single European procedure for the grant of patents on the basis of a single
application and created a uniform body of substantive patent law designed to provide easier, cheaper and
stronger protection for inventions in the contracting states.

In each contracting state for which it is granted, a European patent gives its proprietor the same rights as
would be conferred by a national patent granted in that state'®. If its subject-matter is a process, protection is
extended to products directly obtained by that process. Any infringement of a European patent is dealt with
by national law?.

A published European patent application provides provisional protection which is no less than that conferred
by a contracting state for a published national application and which must at least include the right to
reasonable compensation in the event of wrongful infringement.

The standard term of a European patent is twenty years as from the date of filing. Provided that the annual renewal
fees are duly paid, in most of the EPC contracting states patents remain in force for the maximum term.

European patents may also be effective in some countries that have not acceded to the EPC (extension
states). At present these are Albania, Bosnia and Herzegovina, Croatia, Serbia and the former Yugoslav
Republic of Macedonia.

The EPC constitutes a special agreement within the meaning of the Paris Convention for the Protection of
Industrial Property. This means in particular that the provisions of the Paris Convention on claiming priority and
the national treatment principle also apply in the European procedure and to European applications.

Paris Convention?!

The International Convention for the Protection of Industrial Property. This treaty was originally
signed in 1883 and grants, among other things, trademark rights based upon national treatment to all
nationals whose countries signed onto the convention. A trademark registration in one's home country
sets the priority date for registrations made in all other member countries. Click here to see a list of
members to the Paris Convention.

19 point 39 for a list of the contracting states. How to get a European patent. Guide for applicants Part 1, 2007 (11th
edition)

20 How to get a European patent. Guide for applicants Part 1, December 2007 (11th edition)

2L http://www.marklaw.com/trademark-glossary/M-Q.htm#P
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Since nearly all the contracting states of the EPC are members of the WTO, the relevant provisions of the
TRIPS Agreement (Agreement on trade-related aspects of intellectual property rights) are implemented in
the revised EPC.
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TRIPs Agreement??

Otherwise known as the Trade-Related aspects of Intellectual Property, TRIPs is a new agreement
within the GATT that addresses intellectual property concerns. TRIPs marks the first serious
involvement of the GATT into intellectual property issues. Because of TRIPs, the Lanham Act. 2(a)
was amended to include a prohibition against the registration of any geographical mark for wines or
spirits not from the place indicated in the mark.

Recommended or required reading

Intellectual Property. David |. Bainbridge Eighth Edition. 2010., www.pearsoned.co.uk

How to get a European patent. Guide for applicants Part 1, December 2007 (11th edition)
TRADEMARK BASICS © Brown & Kannady, LLC (2007)

Trademark Basics. A Guide for Business, International Trademark Association INTA, 2012

Intellectual Property Protection and Enforcement Manual: A Practical and Legal Guide for Protecting
Your Intellectual Property Rights. http://www.ipr-policy.eu

International Intellectual Property Law. Jonathan Franklin* Electronic Resource Guide. 2013

Secrets of Intellectual Property. A guide for small and medium-sized exporters, International Trade
Centre (ITC), World Intellectual Property Organization (WIPO) http://www.wipo.int

Internet based materials

http://www.inta.org/Media/Documents/2012_TMBasicsBusiness.pdf
http://www.marklaw.com/trademark-glossary/A-C.htm
http://ec.europa.eu/internal_market/copyright/docs/ipr_strategy/booklet_en.pdf
http://en.wikipedia.org/wiki/Trade_mark_law of the European_Union
http://oami.europa.eu/en/office/diff/pdf/National law.pdf
http://www.bardehle.com/fileadmin/contentdocuments/broschures/Trademark Protection.pdf
https://docs.wto.org/dol2fe/Pages/FE_Browse/FE_B_009.aspx

http://www.wto.org/english/
http://www.jenkins.eu/downloads/a-guide-to-intellectual-property.pdf

10 http://www.epo.org/searching/data/data/manuals.html
11. http://www.ipo.gov.uk/downloads/practice-manual.pdf
12. http://www.wipo.int/pct/quide/en/gdvol2/annexes/ep.pdf

22 nhitp://www.marklaw.com/trademark-glossary/T-Z.htm
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Procedure for the grant of a European Patent 22
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COURSE UNIT 6: Authorship and Copyright

Author: Ceaus Sergiu, Academy of Economic Studies of Moldova — ASEM

Topic 6.1. The concept and basic premises of copyright

“Copyright " defines the laws that relate to the protection of literary and artistic works (creative works) that
grants the creator with exclusive rights to its use and distribution. By "creative work" means any intellectual
creation, including both scientific and technical work, as well as those due to the imagination: literature,
painting, music, architecture, choreography, etc.

English name “Copyright " comes from the first act that recognizes the exclusive right of authors to print works or
authorize printing them : The Copyright Act, enacted in England in 1709 and known as the Statute of Anne .

Copyright gives authors the exclusive rights to authorize the use of their work in any way.

The two fundamental premises on which copyright can be found in fundamental human rights, registered as
such in the Universal Declaration of Human Rights:

1. Everyone has the right to the protection of moral and material interests resulting from any scientific,
literary or artistic production;

2. Everyone has the right to participate freely in cultural life of society, to enjoy the arts and to share in
scientific advancement and its resulting benefits."

The two principles are in close dependence and copyright laws aim to strike a balance between them. In this
way, the society encourages the author to publish his works, to be available to everyone. The author has a
guarantee to be able to give exclusive rights to a publisher to publish his work.

On the other hand, the society is one that creates the conditions of work of the author, and are justified to
have, within certain limits, the published works. The duration of the exclusivity is limited in time and then
the work becomes public.

Law on Copyright and Related Rights does not contain a legal definition of copyright; this task lays on
doctrine and jurisprudence.

Thus, in the literature, the copyright was defined as "the combination of personal and economic
responsibilities of creators of works and the laws and rules on the relations between the author and society
regarding the creation and use of literary, scientific and artistic works."

In jurisprudence, the copyright was defined in the Decision of the Supreme Court of Justice of the Republic
of Moldova No. 32 of November 9, 1998 "On the practical application by the courts of certain provisions of
the legislation on copyright and related rights”. It provides in section 2 that "copyright is a system of legal
norms established by law that protects intellectual creation works of literature, art and science, expressed in a
form that allows them to reproduce, both published and unpublished, regardless of form, purpose and value
of each work and the rights of the copyright analog: the rights of performers, producers of phonograms,
broadcasting organizations".

The term of copyright can be seen both in the objective and subjective meanings.

In an objective sense copyright is also a set of rules of law governing relations on the use of literary, artistic
and scientific works. Hence, copyright is a legal institution and as we have seen from the above analysis it is
a part of intellectual property law.

The subjective sense is used to reflect the situation, when, under the law, a particular subject has the right to
be called the author of a literary, scientific or artistic work.

For a clearer definition of this term we can say that the legal institution of copyright means all the legal rules
governing social relations arising from the creation and use of literary, artistic or scientific works.
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Conclusion:

Copyright is intellectual property right of a person or persons who have made an original work of intellectual
creation in the literary, artistic or scientific, whatever creative manner, mode or form of expression and
independent practical value and destination or other legal holders, natural or legal persons

Seminar 6.1.
Purpose: To understand and acquire theoretical knowledge on basic premises of copyright.

Objectives: After studying this Paragraph You Will Know:
1. The concept of copyright;
2. Fundamental premises of copyright.

Topic 6.2. Protection requirements and categories of protected works

In accordance with the Law nr.139/2010 on copyright and related rights, all works expressed in some
objective form of the literary, artistic and scientific area, regardless of whether they were or were not
published. Therefore objects to copyright consists of original works of intellectual creation in the literary,
artistic or scientific area, regardless of creative manner, mode or form of expression and independent
practical value and destination.

A literary and artistic work must meet three conditions:
e To be the result of an intellectual creation of the author;
e Take the concrete form of expression, sense perception - which means that in all cases the work
must be fixed on a tangible medium;
e Be capable of bringing to the public through reproduction, performance, exhibition, presentation
or any other means.

The law specifies that works and parts of works, benefits of protection if they are original in the sense that
represents intellectual creations of the author. There aren’t applied other criteria, such as the quantitative,
gualitative or aesthetic characteristics, to determine if these works are subject to protection.

Alongside absolutely original works are and relatively original works whose authors have borrowed elements
of existing works protected without this vocation to deprive copyright, such as an entire category of works
called derived or composite.

Categories of protected works

Most laws do not include a list of the categories of protected works. It is usually a reference to the three
major doctrinal classification categories namely literary, artistic and musical. In some cases, the musical
work is embedded in the category of art. Scientific works are sometimes listed separately. Some jurisdictions
do not include a definition of protected works.

Newer laws, however, including nr.139/2010 law, have resorted to a list of protected works without
attributing this exhaustive enumeration.

The Law on copyright and related rights, to not give rise to interpretations, lists the protected categories:

a) Literary works (stories, essays, novels, poems, etc.).

b) Computer programs are protected as literary works;

¢) Scientific works;

d) Dramatic and musical-dramatic scenarios and draft screenplays, librettos, film synopses;
e) Musical works, with or without text;

) Choreographic and mimed works;

g) Audiovisual works;

h) Works of painting, sculpture, graphics and other works of fine art;

i) Works of architecture, urbanism and garden design ;

J) Works of applied art;

k) Photographic works and works produced by a process analogous to photography;
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1) Maps, drawings, sketches and three-dimensional works of geography, topography, architecture and
other fields of science;

m) Databases;

n) Other works.

The law does not limit the number of objects of copyright, but states that objects can be other works that are
supposed to be created in the future and which obviously must meet all specified conditions.

Copyright also protects itself and a component or other item of work (including work title or characters)
which is in an intellectual creation.

Also art 7 from the Law on Copyright and Related Rights nr.139/2010 includes in subjects to copyright,
without prejudice to the rights of the original work, integral and derivative works that are based on one or
more works and / or any other background material:

a) Translations, adaptations, notes, musical arrangements and any other alterations of literary, artistic or
scientific work provided that the results constitute intellectual creation (derivative works);

b) Collections of literary, artistic or scientific (encyclopedias and anthologies, compilations of other
materials or data, whether or not they are protected, including databases), provided that, in recital
selection and systematization of their contents, constitute Results of intellectual creation (composite
work).

Seminar 6.2.

Purpose:
1. To consolidate the knowledge on conditions to be an object of copyright protection.
2. Tounderstand all categories of protected works.

Obijectives: After studying this chapter you will know:
1. Copyright objects
2. Conditions to qualify for juridical protection
3. Categories of protected works

Topic 6.3. Creative works and other objects unprotected by copyright

Copyright protection extends to forms of expression, but does not extend to ideas, theories, scientific
discoveries, procedures, methods of operation or mathematical concepts as such and not the inventions
contained in a work, whatever is the manner of the adoption, explanation or expression.

First, are excluded from protection works that do not meet the three essential conditions, namely: work is the
result of creative activity of the author, to put a concrete form of expression discernible to human senses and
to be susceptible for public. Thus the doctrine and jurisprudence have come by way of interpretation to the
conclusion that these cannot be subject to copyright because there is lack of the element of intellectual
creation: phone books, calendars, diaries, catalogs, signs timetable, etc. contribution of editors on editing
work, the contribution of people who, in the case of joint work, provide work unit by coordinating coauthors.

Examples of exclusion of works from the protection afforded by the special law gives us the following laws:
Hungarian, German, Danish, Italian, Belgian and Romanian law.

Moldovan law, taking over the practice of Western laws, provides in article 8 works that are not subjects to
copyright protection:

a) Official documents of normative, administrative and political, as well as their official
translations. Similar provisions are encountered in all laws. In the category of official documents
belonging laws, decisions, orders, instructions, decrees of the central and local public administration
and judicial decisions and other procedural documents of the judiciary bodies.

b) State symbols and signs of the State. Their category include: flags, emblems, seals, hymns, orders,
medals, monetary signs, etc. The exclusion of their protection is the fact that although qualify for
protection, they have a different legal regime because their intended destination as state symbols and
signs and it is possible to use without any restriction on legal regime of copyright.
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c) Folklore expressions. Since in the literature there is no common view on the matter, it have been
discussed several options to determine where and how the protection applies.

d) Daily news and facts that are simply different information. This includes news agency’s
communications, chronic crime and various facts etc. In such cases, with emphasis on efficiency
and brevity remains not much room for creativity manifestation authors. They will be able to claim
to the media organs to indicate the source from which this information was taken. But if
communications on events and facts are accompanied by comments, evaluations, analyzes forecasts
and other explanations of this author than it is protected by law.

Also, legal protection does not apply to works on which the period of protection expired, and it became public.
Works in the public domain may be used freely if it respects the personal rights of the author.

It is important to note that almost all the creations which | have discussed above, can benefit, in principle, f
protection provided by law if it is a subject of processing, systematization selections or with the result or
integral derivative works . This is regulated by decision No. 32 of November 9, 1998 "On the practical
application by the courts of certain stipulations from the law on copyright and related rights" adopted by the
Plenum of the Supreme Court of the Republic of Moldova.

Seminar 6.3.

Purpose:
1. To understand the categories of objects to which copyright protection does not apply.
2. Acquiring knowledge on the regulations on unprotected objects of the Bern Convention.

Obijectives: After studying this chapter you will know:
1. Objects unprotected by the copyright
2. Provisions of the practical application by the courts of certain stipulations from the law on
copyright and related rights
3. In which cases the unprotected work can benefit of copyright protection

Topic 6.4. Copyright subjects

The law makes a distinction between the authors of a work on the one hand and the subject of copyright of
such work, on the other hand.

The most important subject of copyright is considered the author of a work of art, literature or science.

Authorship of a work can be attributed just to natural persons, because only they has physical and spiritual
gualities and capabilities that are needed to achieve such works . The article 3 of the law states that the
authorship can be attributed to a natural person, who through creative activity has done that work."

The work of art should represent a product of intellectual creation. This is the main characteristic to
distinguish the work of the author by the work being conducted by other persons who copies or types the
works. Legal status occurs from the moment the work is created, since the work is contained on a tangible
support that has an objective form of expression.

Once the work of creation took concrete form, even if not finished, the author obtains copyright on the work
carried out and with it the legal status of subject of copyright. The law stipulates that the copyright in a work
is recognized and guaranteed ,,under this law”, and the author shall enjoy the protection of the copyright of
his work by the very fact of creating them.

The notion of subject of copyright relations means the person holding individual rights in a work of art,
literature and science. These rights may be hold by individuals and businesses, both citizens of the country as
well as foreign citizens and stateless persons.

Individual rights on the work start when the work was created. We noted that the law does not forward any
copyright restrictions on appearance, age related subject or capacity. The ability to be the subject of
copyright has anyone regardless of gender, religion and race.
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Subject of copyright can be both juridical and natural person. Our current regulation recognizes copyright
rights to juridical persons and as a result they may become holders of rights arising from intellectual
creation. But what you can obtain and sometimes granted by law to other natural or legal person isn’t the
authorship, which naturally can belong only to creator, but only "protection benefit" granted to the author.

Doctrine divides copyright issues in primary subjects, those who have created and operate directly, and
derived subjects - people who acquire attributes of the copyright.

It is considered to be the author, the person under whose name was first published work - rebuttable
presumption.

When the work was published anonymously or under a pseudonym that does not identify the author, the
publisher whose name is shown on the work shall be deemed, in the absence of evidence of the contrary,
representing the author, with the right to protect and exercise the rights of author.

To inform the public about his rights, the copyright holder should use copyright protection symbol, which
will be applied to each copy of the work and consists of three elements:

a) Latin letter " ©" included in the circle;
b) The name of the copyright holder with the exclusive right;
¢) The year of first publication of the work.

Using the symbol of copyright protection is not a requirement to provide work protection under this law.

In relation to primary subjects we meet the following conditions:

- Work was created by one person;
- Work was created by two or more people - work with multiple authors in co-authorship achievement.

As is argued in the literature for the existence coauthor, three conditions must be met:

- Work to be created by two or more persons;

- Is considered coauthor person who conducted a creation activity and not one that has given scientific
support;

- The existence of a prior agreement between the co-authors.

In case of coauthor, there is a common work — a work of art, to which many people will exercise their rights
as a result and this will apply the rules on co-ownership of the common law.

Works of art, literature and science can be created by one person and a group of people who contribute to
their intellectual work to create a single work. We distinguish two categories of work: joint works and
collective works. Both, joint works and collective works are common through collective participation of
several authors to creation of this work and are distinguished by the fact that the authors of collective work,
unlike those of the joint work, it is not assigned copyright on all works created.

The subjects of copyright are people who have created the work as coauthors. The law states that copyright
in a common work belongs to all coauthors, regardless of whether the work constitutes a whole or is
composed of parts.

Relations between joint authors should be usually under contract. In the absence of such a contract, copyright
in a work is exercised jointly by all authors, and remuneration shall be divided among them in proportion to
each contribution, if it can be determined. If the contribution of each of the co-authors can not be determined,
the remuneration shall be divided into equal shares.

Joint work is an achievement made by two or more persons of a work unit. Making a constructive exchange
of ideas is a creative activity by the co-authors for creating a work unit.

The artwork can be divisible or indivisible. In the case of an indivisible works, the author is entitled to
manage his rights beyond the control of managers. In case of indivisible works, the rights can be harnessed
independently. The work is indivisible when capitalizing a part of the work may harm the integrity of the
joint work meaning.
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Unlike join works, the collective works have are complex, being a result of a union, a common body of
several individual works, in which copyright of the collective work belongs to the initiative person under
whose responsibility was created (ex. audiovisual work).

Derived subjects represent the successors of copyrights: the heirs of the author, publishers, theaters, movie
studios and other organizations, and the state itself.

They can acquire a right by inheritance according to civil law. Which is achieved are primarily property
rights and the very exceptional part of personal rights.

It is obvious that there are children who, before the age of majority, create works of art, literature and science,
which are not as popular as works created by individuals who have exceeded the age of majority.

The legislature does not delimit the copyright circle of subjects, showing that the author is the person who
created the work. So there are no age limitations.

To be holder of subjective rights is necessary to achieve a legal fact — creation of a work of art, literature or
science.

Legal status of the author that has not reached the age of majority is regulated by the Civil Code of the
Republic of Moldova, which provides that persons who have not reached the age of majority , the
transactions are completed by parents , custodians or guardians .

Heirs to copyright

Under the legislation, the author has the right to state in the same way that an executor is named, the person
in whose behalf he puts after his death to protect copyright on his works. Inheritance can be done by law or
by testament. By lawful inheritance - heir becomes strict person indicated by law. If inheritance is testament
- heir becomes the person who was indicated in the testament, regardless of his nationality or the existence of
a kinship.

Successors of copyright use only economic rights that are transferable. Non-property rights can not be sold
because they are inseparable from the personality of the author. Economic rights will be used in case the
third parties have been violated. Recovery in this case involves the commission of actions aimed at restoring
of rights.

Organizations managing collective copyrights

Important subjects of copyrights are Organizations managing collective copyrights.

These organizations are set up then, when individual exercise of copyright and related rights of the authors of
works of art, literature and science is difficult.

Collective management organizations have legal status and free association founded and directed by the
copyright holders and / or related rights, either become members of these organizations or their delegated
powers by a written contract.

According to Law nr.139/2010 the collective management organizations exercise on behalf of copyright
holders, the following tasks:

a) lIssue licenses to users for exploitation of works or objects of related rights, rights to which they
have been entrusted to the management of holders rights or are exercised under the law;

b) Negotiate with users’ amount of remuneration for the use of works or objects of related rights and
other license conditions;

¢) Accumulates the remuneration stipulated in the licenses issued or which is owed by virtue of the
right to equitable remuneration;

d) Distributes remuneration fair and proportionate to the value and the actual exploitation of works
and objects of related appropriate rights;

e) Represents rights holders, including foreign ones (in the person of collective management
organizations in the corresponding country), the courts and other legal procedures as well as state
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bodies and organizations, in relation to the rights transmitted by them or by this Act under
management , and perform any other acts necessary to protect and ensure those rights, including
their own;

f) Ensure that rights of its members abroad through reciprocal representation agreements with similar
organizations abroad;

g) Take any other action within the powers which have been delegated by the holders of copyright and
related rights.

Along with the duties indicated above collective management organizations are obliged under article 48 of
the Law on copyright and related rights:

a) To use accrued remuneration only for distribution and payment to the holders of copyright and
related rights. However, the organization has the right to withhold remuneration accrued actual
costs related to the management rights, and amounts for special funds created by the organization,
provided that their foundation was authorized either by right holders or, if foreign rights holders,
collective management organization which they represent;

b) To share, after deducting the amounts referred to in a) the remuneration accrued to make regular
payments in proportion to the actual works and / or objects of related rights;

¢) The holders of copyright and related rights, along with the payment of remuneration, reports on
realization of their rights.

Seminar 6.4.

Purpose:
1. To consolidate knowledge on copyright subjects and derived subjects.
2. To understand the responsibilities of organizations of management of the collective copyright.

Obijectives: After studying this chapter you will know:
1. Copyright subjects
2. Criteria for determining the copyright subjects
3. Who can hold the authorship?
4. Derived subjects
5. Duties of the collective management organizations of copyright

Topic 6.5. Related Rights

Beneficiaries and objects of protection

Related rights are closely linked to copyright. They differ in that the related rights belong to people who are
considered intermediate in the production, printing and distribution of works. Under the Rome Convention
and the TRIPS Agreement, beneficiaries of related rights are as follows:

o Performers (actors and musicians on their performances) and their respective successors;
¢ Phonogram producers (writing on cassettes and CD) and their respective successors, and
e Air broadcasting organizations and their legal successors.

WIPO protects only the rights of performers and producers of phonograms. According to article 2(a) of the
WIPO, “performers” are actors, singers, musicians, dancers, and other persons representing, sing, recite, sing
on instruments, interpret or otherwise performs literary and artistic works or expressions of folklore.
Conductors shall be included in the definition of interpreters.

,Phonogram” - fixing an interpretation sounds from other sounds, or of a representation of sounds in a
different way than in the form of a fixation incorporated in a cinematographic or other audiovisual work (art.
2 (b) of the WIPO).

»Phonogram producer” is the natural person or legal entity on whose initiative and whose responsibility,
including financial, is printing the first interpretation sounds, other sounds or representations of sounds (art.
2 (d) of the WIPO).

,»Air broadcasting organization " is an organization of radio and / or television broadcasting. The Rome

47



OP 2.1. IDP Intellectual Property Law 530349-TEMPUS-1-2012-1-FR-TEMPUS-JPHES

Convention (art. 3 (f)) defines TV-Radio broadcasting as transmitting through the ether images and sounds to
the public.

Internationally, there are traditionally three categories of related rights: the rights of performers, phonogram
producers' rights and the rights of broadcasting organizations. Rome Convention and the TRIPS Agreement
provide all these categories of rights, while the WIPO provides only the rights of performers and producers
of phonograms. However, regarding the rights of audiovisual performers, these treaties limit their live
performances protection.

EU Directives, in addition to the categories above, provide a fourth category: the rights of producers of the
first fixations of films. Still, they extend the protection and rights of audiovisual performers and broadcasting
organizations.

Law on Copyright and Related Rights of the Republic of Moldova is in accordance with international treaties and
EU directives (however, use the term ,,videograms,, instead of the phrase " first fixations of films").

Rights of performers
Moral rights

According to art. 33 (1) of the Law on copyright and related rights of the Republic of Moldova, the
performers are entitled to paternity names and to respect the integrity of the work, similar authors. This
article corresponds to art. 5 of the WIPO and extend the protection provided by it somehow.

At the same time, unlike the moral rights of authors, there are no provisions on the right of disclosure and
withdrawal (the reason is that there is a deeper relationship between authors and their works and between
performers and their interpretations).

Exclusive patrimony rights
e Interpretations Rights

Interpreters have two exclusive rights under the Law on copyright and related rights of the Republic of
Moldova and in accordance with art. 6 of the WIPO and art 7 (1) and 8 (1) of Directive regarding rent, loan
and certain related rights:
a) The right to public communication by air or cable interpretation (art. 33 (2) (e) of the Law on
copyright and related rights of the Republic of Moldova), and
b) The right to record interpretation (art. 32 (2) (a) of the Law on copyright and related rights of the
Republic of Moldova).
Note that recording an interpretation in terms of authors’ rights does not apply to the right to print,
but the right to reproduction.

e Rights on recorded performances

EU directives extend their protection to the rights of performers to record audio of their performances. Under
this Law on copyright and related rights of the Republic of Moldova stipulates the following exclusive rights:

a) The right to reproduce the recorded interpretation (art. 33 (2) (b) in accordance with art. 2 of the
Information Society Directive);

b) The right to distribute recorded interpretation (art. 33 (2) (c) in accordance with art. 8 (1) of the
Directive on rental, lending and certain related rights);

¢) The right to hire a recording of a performance (art. 33 (2) (d) in accordance with art. 3 (1) of the
Directive on rental, lending and certain related rights);

d) The right to public (art. 33 (2) () in accordance with art . 3 ( 2) of the Information Society).
With reference to the exhaustion of the distribution, the same provisions apply as if the same as the
authors - the right to distribute copies expire on the first sale in the Republic of Moldova ( art. 32 (7)
of the Law on Copyright and Related Rights the Republic of Moldova). For the right to lease, there is
a similar rule to the right to lease the authors, namely that the transmission of the exclusive rights to
producers by performers last retain the inalienable right to equitable remuneration to be exercised by
collective management organizations ( art. 32 (8 ) of the Law on copyright and related rights of the
Republic of Moldova).

e The right of cable retransmission
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Unlike the rights of authors, international treaties do not guarantee the right of performers for cable
retransmission. The existence of such an exclusive licensing - reserved compulsory collective management -
is still recognized according to article 8 and 9 of the directive of satellite and cable transmission.

The right to remuneration

Performers and phonogram producers are entitled to single equitable remuneration for broadcasting and
publishing of their performances on recorded phonograms. About this will be discussed below in relation to
the rights of producers of phonograms.

The richts of producers of phonograms
Exclusive Rights

Article 34 (1) of the Law on copyright and related rights of the Republic of Moldova, in accordance with
international treaties and European directives (and on the right of adaptation, right across their boundaries),
provides exclusive rights to phonogram producer to allow or prohibit:

a) The reproduction of his phonogram;

b) The distribution of the phonogram;

¢) The loan;

d) Import phonogram for distribution;

e) The right to put the phonogram to the public in an interactive mode;

f) Adaptation of the phonogram.

International treaties, unlike the authors, do not guarantee to phonogram producers the cable retransmission
right.

Phonogram producers have three categories of rights:
¢ The right to reproduce phonograms and making concrete specimens to the public;
e The right to release to the public of phonograms in interactive mode (for use online - for download
or streaming);
¢ The right to adapt (phonogram transformation so that its elements are used in a new phonogram).
¢ The right to remuneration

Law on Copyright and Related Rights of Moldova stipulates the right to equitable remuneration of
performers and producers of phonograms in art. 37(1). Paragraph (4) also regulates the share of earnings
accruing to performers and producers of phonograms, which - in the absence of a contrary provision in the
contract between representatives of the two categories of beneficiaries - are 50 % -50 %.

Producers of phonograms published for commercial purposes and performers whose performances are recorded
on these phonograms have common law applicable to single equitable remuneration for broadcasting and
communication to the public of their phonogram (by Phonograms public or public open spaces or wire).

Rights of producers offfist f i xati ons of films (,videogrames")

As mentioned above, international treaties do not contain provisions relating to this category of rights, but it
applies to EU directives.

Especially important is the fact that since the film is an audiovisual work, the rights of the co-authors of the
work and the producer of the first fixation of a film shall be applied simultaneously. It follows that the transfer
of coauthors rights to the producer, the last one becomes the holder of sets. This deserves attention because the
rights of producers of the first fixations of films are lower than those of the co-authors of an audiovisual work.
If a manufacturer has a right on the first fixation of a film (which is also an audiovisual work), they can be, and
frequently are, the holder of the copyright in audiovisual works. It would appear a major conflict with
international treaties on copyright (the Berne Convention, TRIPS and WIPQ), if the protection would apply
limited related rights, not the rights deriving from the author of the manufacture.

Rights of air and cable broadcasting organizations

Article 13 of the Rome Convention provides exclusive rights to air and cable broadcasting organizations
(radio and television) the retransmission of their broadcasts, fixation and reproduction of such fixations of
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their broadcasts and telecasts of public communication if such communication is conducted in publicly
accessible locations by paying an entrance fee. However, as regards the last mentioned, art. 16 (1) (b) of the
Convention recognizes the reserve.

Article 36 (1) of the Law on copyright and related rights of the Republic of Moldova, in accordance with the
above, ensure the following exclusive rights of air and cable broadcasting organizations to authorize or
prohibit (when mentioned issues, refers to programs broadcast by broadcasting organizations cable):

(a) The fixation of their broadcasts (in accordance with art. 7 (2) of the Directive on rental, lending and
certain related rights);

(b) The reproduction of fixations of their broadcasts (in accordance with art. 2 (1) of the Information
Society Directive);

(c) The distribution of fixations of their broadcasts (in accordance with art. 9 (1) of the Directive on
rental, lending and certain related rights);

(d) Retransmission of their broadcasts (in accordance with art. 8 (3) of the Directive on rental, lending
and certain related rights);

(e) Cable retransmission of their broadcasts (in accordance with art. 8 (1), 9 (1) and 10 of the Directive
on satellite and cable transmission);

(f) The public communication of their broadcasts in places accessible to the public against payment of
an entrance fee (in accordance with art. 8 (3) of the Directive on rental, lending and certain related
rights);

(9) Providing to the public in interactive mode (in accordance with art. 3 (2) of the Information Society).

The right of distribution, art. 36 (3) of the Law on copyright and related rights of the Republic of Moldova
stipulates identical provisions for authors and other subjects of related rights. In this case, the right to import
for distribution is not explicitly provided; however, due to the effect of the first territorial sales specimens,
for the reasons discussed above regarding the link to authors' rights and related rights, the right of
distribution involves the right to import.

Note that, in accordance with art. 10 of the Directive on satellite and cable transmission, but unlike the rights
of authors and beneficiaries of relative rights, the broadcasting is not the subject of mandatory collective
management. These organizations exercise this right individually.

Other rights under EU Directives and the Law on Copyright and Related Rights of the Republic of Moldova

There are three categories of rights that are not considered copyright or related rights which, although not
stipulated by international treaties, are set out in EU Directives and in accordance with, the Law on copyright and
related rights of the Republic of Moldova: sui generis rights of creators, the rights of previously unpublished
works entered in the public domain, and the rights to critical and scientific publications.

Sui generis rights

The maker of a database which shows that made a substantial investment in terms of quality and / or quantity
in obtaining, verifying or presenting the contents of them has the right to prohibit extraction and / or reuse
content in whole or substantial part, evaluated qualitatively and / or quantitatively, to that database (art. 40
(1) of the Law on copyright and related rights of the Republic of Moldova in accordance with art . 7 (1) of
the Directive) , meaning sui generis rights of database producers data, "extraction™ means the permanent or
temporary transfer of all content or a substantial part of the contents of a database to another medium by any
means or in any form , and 'reuse' means any way that is publicly available content in whole or a substantial
part of the contents of the database by the distribution of copies, by renting, by on - line or through other
modes of transmission .

Upon exhaustion of the distribution right, apply the same principle of territorial effect (Art. 40 (2) of the Law
on copyright and related rights of the Republic of Moldova in accordance with art. 7 (2) of the Directive).
Sui generis rights apply irrespective of eligibility databases for copyright protection or other rights.
Manufacturers of database have two basic sui generis rights: the ,,extraction” and ,,re-use”, which are similar
- but more restricted than the corresponding rights of the authors (lasting less protection than copyright).
However, if databases - since it corresponds to the criterion of originality (the most frequent) - are subject to
copyright protection, the two sets of rights (copyright and sui generis rights) apply in parallel.
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Rights of previously unpublished works that have entered to the public domain

Any person who, after the expiry of copyright protection , for the first time lawfully publishes or makes
available to the public by any means a previously unpublished work have protection equivalent to the
economic rights of authors . The term of protection of copyright is 25 years from the date on which the work
was first lawfully published or made publicly available.

From this provision derives that the same rights apply equally to copyright - though not under copyright
protection but for a shorter period.

Rights of critical and scientific publications on the works entered to the public domain

While the art. 4 of the Directive on terms of protection require Member States of the EU to recognize those
rights, art. 5 of the same Directive allow no obligation protecting similarly critical and scientific publications
of works which have entered the public domain. Article 46 (1) of the Law on Copyright and Related Rights
of Moldova also provides protection. Paragraph (2 ) of the same article of the Law on Copyright and Related
Rights of Moldova sets the term of protection for these rights - in accordance with that Article of the
Directive - 30 years after the first legal publication of these editions.

Seminar 6.5.

Purpose:
1. Toacquire knowledge on beneficiaries and categories of related rights.
2. To understand the categories that are not considered copyright or related rights.

Obijectives: After studying this chapter you should know:
1. What represents the related rights
2. Beneficiaries of Related Rights
3. Terms of protection
4. Rights of beneficiaries
5. Definitions of performers, phonogram, phonogram producers, air broadcasting organizations

Recommended or required reading

1. The Constitution of the Republic of Moldova of 29.07.1994.

2. The law on copyright and relative rights of the Republic of Moldova no.293-XI11 of 23 November 1994.

3. Government decision on state registration of literary and artistic works protected by copyright and
relative rights no.901 of 28.08.2001.

4. Berne Convention for the Protection of Literary and Artistic Works of September 9, 1886,

5. Calmuschi Otilia, ”"Dreptul proprietatii intelectuale”, Bucuresti, 2004.

6. Annual scientific and practical symposium AGEPI, Chisinau, 2000-2005.

7.  O.M.R.L, ,Introducere in proprietatea intelectuald”. — Bucuresti, 2001.

8. Ros Viorel, ,,.Dreptul proprietitii intelectuale”. - Bucuresti, 2001

9. Victor Volcinschi, Dorian Chirosca ,, Dreptul proprietatii intelectuale”, Chisinau, 2001.

10. Bodiu T., ,,Protectia juridica a inventiilor”, - Chiginau,1997.

11. Constantin I. ,,Proprietatea intelectuald si succesul in afaceri”. Bucuresti, 1996.

12. Eminescu lolanda ,,Dreptul de autor”. - Bucuresti, 1996.

13. Eminescu I., ,,Regimul juridic al marcilor”. - Bucuresti, 1996.

51



OP 2.1. IDP Intellectual Property Law 530349-TEMPUS-1-2012-1-FR-TEMPUS-JPHES

COURSE UNIT 7: Introduction to Patents

Author: Halyna Nahorniak, Ternopil lvan Puluj National Technical University — TNTU

Concepts and principles of the subject of rights of industrial property;

The legal protection of inventionstility models, industrial designs;

The procedure for obtaining a patent for an invention, utility model, industrial design;

Types of patent documents, the content of patent documents;

International patent classification;

Information retrieval system aritle traditional patent search;

Methods and tools for searching, gathering and storage of scientific and technical information;
Methods of patent research technical level, the patentability examination for infringement;
Foreign and domestic patedatabases;

Computer network of patent databases.

Concepts and principles of the subject of rights of industrial property

Any property needs protection. Intellectual property is no different. However, the methods of intellectual
property protection are significantly different from those for tangible property. Even if intellectual property
fasten armed guards, it does not help because the employee the company can outside, for example, tell a
competitor of inventions or technological secrets (know-how). He could not even going outside the
company, to transfer these or other IPR information via the Internet. Therefore, the main method of
protection of issuance to the applicant (eg, author or employer) of protection — patent or certificate to an
object of intellectual property.

The essence of the legal protection of IPR is that the author (developer) IPR receives from the state exclusive
rights to IPR, usually for a specified period of time. The scope of these rights is regulated protection
document issued by the owner of the rights to the IPR. The owner, having a protective document feels
confident because his rights are protected by law, that state. Now he could reveal the contents of its IPR to
all, so that they can use it lawfully in that only with the permission of the owner of rights with a mandatory
deduction of remuneration to him for such a permit.

If there were no legal protection, the owner instead of the additional revenue from the use of IPR should only
losses. The fact that the development of IPR, support the acquisition of rights to IPR and keeping them in
force necessary expenses. Even higher costs required for setting product that uses IPR, such as the invention
of production. Only after these products will be produced and sold, return the funds have been spent in the
previous stages. Now imagine the following scene. Unfair competitor» intercepted» the idea to the stage
where it is ready for commercial use. He did not spend money on the stages of creating, acquiring rights to
IPR and placement of production. Because of its products will be cheaper and therefore more competitive.

The purpose of legal protection — a legal mechanism to prevent the possibility of legal acts “parasites” that is
free to use IPR rights to third parties for commercial purposes.

From January 1, 2004 came into force on the Civil Code of Ukraine. In Book IV “Intellectual property” of the
code by intellectual property rights, which, depending on the application can be divided into three groups.
According to the first group includes industrial property rights. They have such a name is used mainly in the
industry. The second group includes artificial color, so-called non-traditional intellectual property that are not only
used in the industry. Finally, the third group consists of objects of copyright and related rights. This group has
significant differences from the objects of industrial property in the process of acquiring rights and for a period of
validity. Unlike copyright, the rights of artists of works, producers of phonograms and audiogram and
broadcasting organizations - are related rights, ie rights related to copyright.

In a broad sense to include these and other results of creative activities such as technical documentation,
technical regulations, the results of scientific research and so on.

For various historical reasons, administrative and intellectual property usually include facilities following
major categories:
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1. Literary, artistic and scientific works, such as books. Protection of this type of property is governed
by laws relating to copyright.

2. Execution, broadcasting programs, such as concerts. Protection of this type of property is governed
by laws relating to neighboring rights. Related rights related to copyright.

3. Inventions such as a new type of jet engine. Protection of inventions subject to the laws relating to
patents.

4. Designs, for example, the shape of the bottle for soft drinks. Industrial designs are protected by
their special laws or laws relating to industrial property rights or copyright.

5. The trademarks, service marks and trade names and symbols, such as logos or product names of the
unique geographical origin, such as champagne. Health usually provided under various laws.

6. Repression of unfair competition, such as false allegations against a rival or competitor imitation to
defraud customers.

The inventor, assignee of the inventor or the employer or the employer of your choice can take various
options for decisions concerning the legal protection of an invention (utility model):

1. Save confidentiality of information about the invention in accordance with law, trade secret, patent
if the invention is impractical in view of the impossibility or difficulty of proof of infringement it;

2. Make-known invention without a patent, such as displaying the invention at an exhibition or
publishing information on unpatented invention, articles, books and more.

3. Obtain a patent for invention or utility model.

Until 01.01.2004 in Ukraine has provided the possibility of four types of protection for an invention (a patent for
an invention patent for a secret invention patent for invention or a declarative patent for an invention secretin) and
two types of protection for a utility model (declarative patent for utility model and patent for a secret utility
model), demonstrating that priority, authorship and ownership of an invention (utility model). On the first of
January 2004, pursuant to the Civil Code of Ukraine declarative patent applications are not accepted, leading to an
increase in the role. Utility model as a result of intellectual activity.

The object of the invention (utility model) can be:
e product (device, substance, strain, cell culture of plants and animals, etc);
e process (method);
e anew use of a known product or process.

According to international agreements, patent protection is granted to inventions in all fields of technology.
This means that almost everything that you develop can be patented if the development is industrially
applicable. Chemical compound could patented. The machine can of course patented. Can be patented
methods of design or manufacture of materials or substances. In fact there are only a few objects that can not
be patented, and they usually make exceptions. Do not be patented, such as human genes. Can not patented
materials or substances existing in nature, with some exceptions. Perpetual motion, acting contrary to the
laws of nature can not be patented if someone can not show it running. Then, of course, the old rules no
longer work, and create something new.

Patents are designed to landmark achievements in engineering, but they are also designed to technically
minor achievement. Therefore, advances in the art, which is patentable can be great achievements, like the
discovery of penicillin, and very minor achievements like the new lever on the machine, which enables it to
move slightly faster. These objects can be patented.

Industrial design — the result of human creativity in the field of artistic design. The object of the design can
be a form, drawing or coloring, or a combination thereof, which define the appearance of industrial products
and designed to meet the aesthetic and ergonomic needs.

An industrial design is the ornamental or aesthetic aspect of a useful article. It may consist of three-
dimensional elements such as the shape or surface of the product, or two-dimensional elements such as
shape, picture or combination of colors.

Industrial designs are applied to a large variety of products of industry and handicraft : from watches,
jewelry, fashion products and other luxury goods to industrial and medical items, from tableware, furniture
and electrical appliances to vehicles and agricultural structures, from the practical application of the products
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and textiles to leisure items such as toys and things for pets. Good industrial design, such as garden sprayer
or packaging for yogurt, increase the attractiveness of the product, bring additional revenue is increasing its
competitiveness.

Patentability of the design are:
e novelty;
e industrial applicability.

An industrial design is considered new if the sum of its essential features will not become publicly available
in the world before the filing date, or where priority is claimed, before the priority date. An industrial design
is considered industrially applicable if it can be used in industry or in another field. Ownership of a design
certified by a patent. Privacy industrial design gives the owner of the design right to prohibit third parties or
unauthorized manufacture imitation copies. Since the designs are an aspect of the product, making it
aesthetically appealing, they enhance the commercial value of the product and make it easier to promote it
and promote sales. The owner receives from industrial design due to its industrial use as protection helps to
ensure obtaining a fair return on investment. However, the buyer and the general public also receive the
benefit — protection of industrial designs promotes fair competition and fair trade practices, promotes
creativity, and thus leads to a more aesthetically appealing and diverse products. In addition, the protection
of industrial designs immerses art in the industrial and manufacturing sectors, promotes business and
increase the export potential of national products.

Thus, the protection of industrial designs beneficial owner, the consumer and the economy as a whole.
Another interesting feature of the designs is that they can be relatively easy and inexpensive to develop and
to offer protection. Therefore, they are available for small and medium enterprises, even for individual artists
and artisans in countries with developed economies and in developing countries.

In most countries, an industrial design must be registered in order to be subject to protection under the law
on industrial designs. To be registered, the design must be “new” or “original”. At present, the question of
what constitutes a novelty or originality may be different in different countries, and in fact, the very
procedure of registration varies from country to country. In particular, it may or may not include a formal
examination and examination of applications for registration of the sample, especially to determine the
novelty or originality. In addition, should be allowed to apply a design to the product, which can be either
two-dimensional or three-dimensional.

In principle, an industrial design must be published before registration, or during, or within a specified period
after registration. It depends on the national law and sometimes the decision of the applicant. Moreover, it
should be borne in mind that the registration of the industrial design is not necessarily the only means of
protection. Subject to certain conditions, can provide industrial design protection under copyright law or the
law of the repression of unfair competition.

Practical part

It is necessary to assess the rights to the invention in such circumstances. The company has a patent on a
technical device. The company has experience selling licenses to manufacture, so the size of the royalty set.
The economic lifetime of a patent is estimated at 10 years, after which the value of the patent expires.

Background:
- the estimated amount of sales of 1 year is 5000 $, 2nd — 7500 $, 3rd — 100000 $, from 4th to 10th —
50000 $ year;
- royalty rate 1 year — 7%, 2nd — 6%, 3rd — 5%, from the 4 th to 10th — 7% ;
- the discount rate is 15%.

Glossary
By— individual research work created work.

Appeal fee- a collective body to raise complaints, disputes the decision of the office of titles of protection of
intellectual property rights and other matters within its competence.
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Analogue- an object similar in technical essence, purpose or function to the claimed subject matter and is
known from the prior art . When selecting analogues should be guided by a set of similarity of its symptoms
to a set of attributes of the invention. The closest analogue is called a “prototype”.

Associative mark a mark that is identical (same) or similar to trademarks already registered by the same person
in respect of similar goods and (or) services. The result of the registration of the mark is the inability of the
associative transfer of such a sign to others because of the likelihood of confusion based on similarity.

Bibliographic description of the patent documend set of bibliographic data of patent documents listed
under the rules established by the relevant regulatory and technical documents necessary and sufficient for
the overall performance, identify and search for the document.

Types of works independent and captive. In the original form of independent work. Captive works are of two
kinds: original (translation, processing, summaries, abstracts, summaries, reviews, staging, arrangements and
other alterations of works of science, literature and art) and collections (encyclopedias, anthologies, databases and
other composite works that are under selection and a material is the result of creative work).

Exclusive rights- rights that give to those who has to carry out certain actions stipulated by law, which can
not make the other person without the consent of the owner of such rights.

Using free- the use of the work arising from copyright restrictions, free use of the product in some cases
without obtaining a permit, but subject to the conditions laid down by law, which are mainly related to the
use and protection of the moral rights of the author. Free use is motivated primarily informational purposes
or needs education, science and culture.

Reward — payment made by persons who use goods authors, execution of works, phonograms and
radioteleperedachi for the benefit of authors, performers, producers of phonograms and broadcasting
organizations, and other concerned owners to the extent to which their rights are protected in the appropriate
use. Remuneration may consist of one-time payments (so-called “full compensation” or “one-time
compensation™) for certain uses.

Invention— a solution utilitarian tasks in any industry or any other field of public benefit human activity that
meets the conditions specified by law to provide legal protection and is recognized as the invention of the
competent public authority.

Inventor— an individual research work created invention.Inventive step — the criterion of patentability of the
invention which is characterized by its non-obvious to the average professional in this particular field of
expertise.Manufacturer videogram — natural or legal person who has taken the initiative and are responsible
for the first recording of a performance or any moving images (as with sound or without it).

Receivingoffice — the national patent office or intergovernmental organization to which the international
application is filed .

Alienation of rights- providing the authorized state body permission to use the patented object of intellectual
property without the consent of the owner of protection, but paying him appropriate compensation . Under
the current legislation of Ukraine the permission is granted by the Cabinet of Ministers of Ukraine .
Permission may be granted to any legal entity that has the ability to use the facility, which provided legal
protection, based on the public interest and the interests of national security of Ukraine in terms of non-
exclusive licenses. Disputes concerning the terms of authorization and payment of compensation and its
amount shall be resolved in court.

Owner of protection- a person (natural or legal) in whose name the document issued protective or its
successor.

WIPO (World intellectual property organization, 1967) — the international body subordinate to the United nations,
whose main purpose is to promote the protection of intellectual property throughout the world and assist in achieving
the advantages and benefits of receiving all states parties to WIPO on intellectual property system.

State scientific and technical expertisdegally regulated research process that aims to test the claimed
patentability of industrial property, carried out the examination institute — institution authorized state
institution (company, organization) for consideration and examination of applications .

State system of intellectual propertyoffice and of expertise, scientific, educational, informational, and
other relevant specialization of public facilities that are managed by the office.
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Protection of property rightss the use of legal means to eliminate or prevent the violation of this right.

Provides standards of various sectersivil, labor, administrative, patent . Any unauthorized use of the protected
object is in violation of the rights of the owner of the industrial property. At the request of the owner of such
violation shall be suspended and the offender must pay the owner damages, including not received income.
Demand redress may also person acquiring the license, unless otherwise provided in the license agreement.
Protection of rights is carried out in accordance with legislation or administrative court. In case of a breach of the
offender may be subject to disciplinary, civil, administrative or even criminal liability.

International classification for industrial desigrikocarno, 1968) — adopted from Locarno agreement tier
(class — subclass) classification of products designed for the classification in the design, examination and
registration of declared or recognized as industrial designs.

Official patent bulletin- this is the official publication of the patent office, which includes the publication of
the law on industrial property rights under national patent laws or international agreements on the protection
of industrial property.

Official acts of a legislative, administrative legal nature- this legislation, court orders and other decisions of
the authorities, norms and standards relating to industrial products and various services, regulations and
administrative authorities of their official translations, official acts are not protected by copyright.

Patent documentationa set of patent documents.
Patent information- any information contained in patent documents.

Patent attorney- a representative for intellectual property that provides individuals and corporations support
services related to the protection of intellectual property rights, represent their interests before the office, as
well as judicial authorities, credit institutions, relations with other natural and legal persons.

Patent foundation- an ordered collection of patent documents and reference and search tools to it, and
regulatory guidance and other materials for the protection of industrial property.

Patentee- the person or entity that owns the patent for industrial property rights.

Patentability — a set of measures for protection of such industrial property: inventions, utility models,
industrial designs, plant varieties.

Patenting— a set of measures for protection of such industrial property: inventions, utility models, marks,
plant varieties.

Industrial property— a type of intellectual property rights covering the following industrial property as
inventions, utility models, industrial designs, trademarks, service marks, trade names and indications of
origin or appellation of origin, and the repression of unfair competition.

Industrial applicability— the ability of the invention to be applied in industrial production.
Industrial design- the result of human creativity in the field of artistic design.
Patentability— the conditions under which industrial property rights may acquire legal protection.

Intellectual property managementactivities aimed at obtaining the final result — profit or other benefit
through the creation and use of intellectual property rights in all sectors of the economy.

Office— the central body of executive power on the legal protection of intellectual property rights (Ministry
of education and science of Ukraine).

The formula in the patent application or patenpatent claims, a brief description, containing a set of
essential features of an invention (utility model) required to achieve specified by the applicant technical
result. The formula used to determine the scope of protection granted by the patent.

Recommended or required reading
1. Bondarenko S. Copyright and Related Rights [teach. guidances] / S. Bondarenko. — Kyiv: Inst. int. prop.
and law, 2009. — 260 p.
2. E Brukynh. Intellectual capital / [Trans. with Eng.] —ed. LN Kowalyk. — St.-Petersburg: Piter, 2006. — 288 p.
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Publishing house “Inyure”, 2007. — 448 p.
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Mendrul A.G. Valuation of assets nemateryalnesth / A.G. Mendrul, V.S. Kartseva. — K.: OO0 “Poligraf-
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Internet based materials

http://ipdl.wipo.int/en — WIPO (World intellectual property organization)
http://www.uspto.gov/patft/index.html — Office database patent and trademark office U.S.
http://www.depatisnet.de/ — Cathode Digital Library Office of Patents and Trademarks Germany
http://www.patenl.gov.uk/patont/dbase/index.htm — search the database agencies, particularly in the
patent gazette http://webdb4. patent, gov. uk/patents — Patent registry http://gb.espacenel.com — patent
documents with number 2000001 ( 1979 p.) — UK Patent Office (patent register)
http://www.swissreg.ch; http://www.espacenet.ch — Swiss institute of intellectual property
http://www.wipo.int.

http://ukrpravo.com.

http://spon.kiev.ua.

http://sdip.kiev.ua.
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COURSE UNIT 8: Law regulation of electronic digital signature

Author: Serghey Evseev, Kharkiv National University of Economics — KNUE

Topic 8.1. Digital signature and its concept and legal status
Description: Digital signature — a concept, the legal regime.

Digital signature guarantees the authenticity of the information contained in an electronic

document as well as makes it possible to prove to any third party that the electronic document
was signed by its sender or on the sender’s behalf and was not altered in transit.

Abonent A
- - - NOTARIZATION
information | concatenation R
source X algo‘rlthm positive test result of
Y digital signature by means
hashin‘g H) »  encryption of app_lylng of_a_n
) > ) appropriate certified
algorithm Source keys KR algorithm electronic application using
the certificate of signature
key enables to identify
] Abonent B whether digital signature in
hashing X [ comparison the electronic document
algorithm g algorithm belqn_gs L9 WL of the
KU, Y certificate of signature key
A A _ and absence of distortion in
H(X) Y ,|  decryption HOQ T estination the electronic document
algorithm sianed bv diaital sianature.

PRIVATE KEY (PrK) PUBLIC KEY (PK) gI%RNTAI\I':I'ILCJ:QI-EnIE((IE)$
. the unique sequence of
Ieluniguelserencetor characters corresponding paper-based or electronic
characters "”OVY”. oAl with private key of digital document containing digital
SIS O B [ signature and is available to signature of an authorized
signature key and IS any user of the information person of the certification
de(_jlcated to_ pledie d|g_|tal system and designed to center which include public
SEENIE T _electromc verify the authenticity of key of digital signature to
HOCUmENtS Witi|USageiof digital signature in an verify the authenticity of
TS _electromc Al electronic document with digital signature and identify
signature. usage of means of an owner of the certificate of

Digital signature as a document entry designed to protect an electronic document from the forgery is
obtained in the course of cryptographic data transformation with usage of the private key of digital signature
and enables to identify an owner of the certificate of signature key as well as determine absence of
information distortion in an electronic document.

Digital signature is a type of an analog of a handwritten | Digital signature is the sequence of characters
signature serving as a mean of information security that resulting from cryptographic transformation of
provides the possibility to control the integrity and initial information that allows to confirm the
verifv the authenticitv of electronic documents. intearitv and authenticitv of the aiven information.

Figure 8.1. Protocol of digital signature usage
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Topic 8.2. Activity of the certification center
Description: Activities of the certification center.

In accordance with the legislation digital signature in an electronic document is equivalent to a handwritten
signature in a paper-based document provided observance of the following conditions:

o The certificate of signature key related to the given digital signature is valid at a point of
verification or signing an electronic document under the assumption of availability of evidence
determining the moment of the document signing.

e The authenticity of digital signature in an electronic document is verified.

o Digital signature is used in accordance with the information stated in the certificate of signature key.

Special role in the legitimate functioning of the system of digital signature is assigned to the
certification center.
MAIN FUNCTIONS OF THE CERTIFYING CENTER:

To form own secret key and self-signed certificate;

To issue (create and sign) certificates of the subordinating certifying center and public

key certificates for users;

To manage database of all issued certificates and form a list of canceled certificates on a

regular base determined by the respective regulations;

To publish information about certificates’ status and a list of canceled certificates.

OBLIGATIONS OF THE CERTIFICATION

CENTER WITH RESPECT TO AN OWNER: OBEICATIONS OF AN OWIER:

h ifi f i kev d Do not use for digital signature public and
;otrsgtreezgpt)eitic\?ert:ja:faatt)(:lsz; signature key data private keys if it is known that the keys are
To ensure the issue of the certificate of 2l Lk or (e 95 17 L,’S? beforehand,
signature key to participants of the respective To bosom private key of digital signature;
information systems; To promptly demand to hold up validity of
To hold up validity of the certificate of the certificate of signature key if there is
signature key upon appeal of its owner; founding to believe that the secrecy of
To notify an owner of the certificate of private key of digital signature was broken.
signature key about the facts known to the

certification center that could essentially

affect the possibility to further use the Failure to comply with the above-mentioned
certificate of signature key; requirements will impose compensation of

Other obligations provided in the legislation losses on an owner of the certificate of
or other respective agreements. signature key.

THE CERTIFICATE OF SIGNATURE KEY CONTAINS:
unique registration number of the certificate of signature key, start and end dates of the validity
period of the certificate of the signature key located in the registry of the certification center;

last name, first name and patronomyc of an owner of the certificate of signature key or pseudonym
of an owner;

public key of digital signature;

description of means of digital signature alongside with which the given public key of digital
signature is used;

name and location of the certification center issuing the certificate of signature key.
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Seminar 8.2. Life cycle of digital signature

Purpose: The main stages of the life cycle of digital signature requirements for the formation and
registration of active and post-active cycles using digital signatures.

Objectives: life cycle of digital signature.

LIFE CYCLE OF DIGITAL SIGNATURE

New user
On-duty status

Loss of a key with
comnromise

Active status

Post-active status

. Registration of a uses a process of authorization of an object in a domain of security.

. Initialization of a useiis a process of initialization its cryptographic application by a user.

. Generation of a keig provision of the respective features of a key and its randomness.

. Installation of a keyis a process of installation of a key into soft or hardware of an object by means of

various methods.

. Registration of a keig a process of recording of a key under unique name of an object by an administrator

into a private database of keys.

Regular usageefers to functioning of a system at a time of regular usage of keys.

7. Reservation of a keig a process of reservation of a key in an independent and secure storage in order to
restore a key of necessity. Generally backup copies of a key are sent for a short-time storage for a time of
regular usage of a key.

8. Renovation of a kegssumes usage of combination of a function of generation of keys, issuing or
establishing of new keys, realization of bilateral protocol to bring into service keys or organization of
connection with involvement of confidential third party.

9. Recording of a kewhich will not be in use for cryptographic operations in future is conducted in order to
enable search for a key in case of occurrence or special terms (e.g. dispute procedure).

10. De-registrationis a process of removing of the respective record from the reference book and removal of
correlation between the specific key and an object.

11. Restoration of a keys implemented in the event of loss of the key caused by the non-compulsory

(unpremeditated) compromise (e.g. error, malfunction of equipment, forgetting (loss) of password).
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12. Removal (cancelation) of a kewyplies withdrawal of a key from the active status into the post-active
status as a result of its compromise.

Topic 8.3. Order of usage of digital signature
Description: Procedure for use of digital signature. Applicability of digital signature in a lawsuit.

Any person may own any number of certificates of signature key at the same time. The law contains the
provision that an electronic document with digital signature has legal significance in the implementation of the
relations mentioned in the certificate of signature key. The given requirement should be recognized as a failure
as not every future owner of digital signature is aware of legislation to the extent that makes it possible for
him/her to accurately identify all legal relationships in which digital signature will be applied.

The legislation provides cancellation of the certificate of signature key. The procedure is fulfilled by the
certification center in certain cases:

o on the expiry of the validity period of the certificate of signature key;

e upon invalidity of the certificate of the respective means of digital signature used in public
information systems;

o ifitis known to the certification center about termination of validity of the document based on which
the certificate of signature key was issued;

e upon written request of an owner of the certificate of signature key;

e upon other cases provided in the legislation or other respective agreements.

Upon cancellation of the certificate of signature key the certification center notifies users of the certificate of
signature key by means of entering the respective data into the record of the certificates of signature key
indicating date and time of cancellation of certificate of signature key with the exception of cases when
certificate of signature key is cancelled due to the expiry of its validity period and notifies this fact to an
owner of the certificate of signature key and authorized person (body) from which directions to cancel the
certificate of signature key was received.

Seminar 8.3. Applicability of digital signature in legal process
Purpose: The main issues of applicability of digital signatures in the trial.
Obijectives: provision of authentication based on the use of digital signature.

Legislation specifies "cases of signatures replacement” when content of a paper-based document, stamped
and converted into an electronic document in accordance with the regulations or respective agreements may
be certified by digital signature of an authorized person. In cases established by laws and other regulatory
acts or respective agreements digital signature in an electronic document which certificate contains all
necessary information about its owner’s authorization to implement such actions is recognized equivalent to
a handwritten signature in a stamped paper-based document.

In case when parties created and signed an agreement using computer technology, which applies a system of
digital signature while settling disputes, arising from the given agreement the parties may use evidence certified
with digital signature as well. In case of absence in such agreement the procedure describing settlement of
disagreements and proving the authenticity of the agreement and other documents, and one of the parties
involved disputes existence of the signed agreement and other documents a court may not accept as evidence
documents signed with digital signature. Furthermore, the law declares the mandatory certification of digital
signature systems for public use. This is contrary to international practice. In event of mutual agreement any
(including uncertified) means shall be applied. Participants of legal relationship have a right to decide what
degree of reliability they need for a particular transaction.
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Within the frameworks of CIS model law “About digital signature”:
to verify integrity of initial information after signing with digital signature;
to ascertain that digital signature was created with usage of private key corresponding with public
key;
to identify an owner of registration certificate for public key of digital signature if one exists

Directive of EU on Digital Signature:
to identify who signed a document;
to ascertain that the person signing a document approves it;
to be sure that reliability of method to sign a document is sufficient with aims of its applying.

Digital signature refers to data in Specific digital signature fits the following requirements:
an electronic format that is U Refers exclusively to a person signing a document;

attached or logically added to Enables to identify a person signing a document; -
: Created by means of tools which a person signing a
other electronic data used as a document can have under his/her control;
method of authentication. U Linked to data it refers to so there is the possibility to
identify subsequent data modification.

Recommended or required reading

1. Y. Kuznetsov Patent and copyright. — By: Condor, 2005. — 428 pp.
2. V. Drobyazko, R. Drobyazko. Fundamentals of Intellectual Property:— K.: Inter Yurinkom, 2004. — 512 pp.

Internet based materials

1. http://www.uipv.org
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